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PRIOR HISTORY: 
Appealed from: Board of Patent Appeals and Interferences. 
CASE SUMMARY: 

PROCEDURAL POSTURE: Appellant sought review of a decision of the Board of Patent Appeals and Interferences 
affirming the rejection of appellants patent application. 

OVERVIEW: AppeUant ^plied for a patent on a method of ^plying film coatings to glass panes. The examiner 
rejected the application, and Ae Board of Patent Appeals and Interferences affinned. The court affirmed, holding that 
appellant's claim was anticipated by a previously patented device with substantiaUy similar characteristics. 

OUTCOME: The court affirmed, because appellant's claim was anticipated by a previously patented device. 

CORE TERMS: layer, color, oxide, metal, anticipation, thickness, semi-reflective, transmitted, glass, film, disclose, 
ambient, patent, article of manufacture, wavelength, reflecting, substrate, coating, anticipated, absorbing, interface] 
enhanced, varying, varied, prima fecie case, inherently, inherency, light source, composition, transparent 

LexisNexis(R) Headnotes 

Patent Law: Novelty & Anticipation 

Patent Law: Jurisdiction & Review: Standards of Review 

[HNl] Anticipation of a claim under 35 U,S,C.S, ^ 102 can be found only if the prior art reference discloses every 
element of the claim, and that anticipation is a fact question subject to review under the clearly erroneous standard. The 
court's review of a finding of anticipation is the same whether it was made by the Board of Patent Appeals and 
Interferences or by a district court. Under the principles of inherency, if a structure in the prior art necessarily fimctions 
in accordance with the limitations of a process or method claim of an application, the claim is anticipated. 

Patent Law: Novelty & Anticipation 

[HN2] If a previously patented device, in its normal and usual operation, will perform the fimction which an appellant 
claims in a subsequent application for process patent, then such application for process patent will be considered to have 
been anticipated by the former patented device. 

Patent Law: Novelty & Anticipation 

[HNS] After the Patent and Trademark Office establishes a prima facie case of anticipation based on inherency, the 
burden shifts to appellant to prove that the subject matter shown to be in the prior art does not possess the characteristic 
rehed on. 

COUNSEL: Henry C. Nields, Concord Professional Center, of Concord, Massachusetts, argued for Appellant. 

Charies A. Wendel, Associate Solicitor, of Arlington, Virginia, argued for Appellee. With him on the brief were 
Joseph F. Nakamura, Solicitor and Fred E. McKelvey, Deputy Solicitor. 




JUDGES: Rich and Davis, Circuit Judges, and Bennett, Senior Circuit Judge. 



OPINIONBY: RICH 

OPINION: RICH, Circuit Judge. 

This appeal is fiom the Board of Patent Appeals and Interferences (board) decision affirming the examiner's rejection 
of all four method claims in appellant King's application serial No. 223,840, filed January 9, 1981, for "Light Control 
with Color Enhancement" for anticipation under 35 USC § 102 by die U.S. patent to Donley, No. 3,978,272, for 
"Coated Article for Solar Control and Process for its Production,** issued August 3 1, 1976. We affirm. 

Background 

Appellant's invention relates to the use of interference effects to provide control of intensity and color in the 
transmission of light through solid panes of substantially transparent material such as windows and eyeglass lenses. In 
particular, appellant claims a method of enhancing colors produced by interference effects from various films applied 
to the panes. The claims in issue are imusual. They are neither method of manufacture claims nor method of use 
claims. What they appear to be, and the board so found, is a description of what happens when die structure disclosed 
in appellant's application and, arguably, disclosed in Donley, is placed in ambient light Qaim 1, the only independent 
claim, reads: 

1. A method of enhancing in a predetermined way color effects produced by ambient light while controlling light 
intensity produced thereby, comprising the following steps: 

reflecting with a phase change substantially equal to radians between 1 and 25% of the ambient light at an interface 
while permitting substantially all of the remainder to continue as transmitted light, 

permitting said transmitted light to travel without reflection and with absorption insufficient to mask the desired 
enhancement to an absorbing layer and then 

reflecting a portion of said transmitted light at said absorbing layer while permitting the remainder to continue as 
retransmitted light, 

the distance between said interface and said absorbing layer being not less than that required to produce interference, 
between Ught reflected from said interface and light reflected from said absorbing layer and subsequently transmitted 
back through said interface, at some wavelength in the visible spectrum capable of influencing the desired enhancement 
and not greater than that at which such interference occurs at so many wavelengths in the visible spectrum that color 
effects are negligible. 

The three claims depending from claim one are not argued separately and therefore stand or fall with that claim. In re 
Semaker, 702F.2d 989, 217 U.S,RQ, (BNA) 1, (Fed. Cir. 19S3); In re Burckel, 592 F.2d 1175, 201 U.S,RQ, (BNA) 67 
(CCPA 1979). 

In the parent of the application on appeal, appellant claimed an optical apparatus con^rising two coatings ~ semi- 
reflective and dielectric ~ on a pane of glass that enables the ratio of the amoimt of hght transmitted through and the 
amount of light reflected from the window, and the color of light observed emanating fix)m the window, to be varied in 
a predetermined way. That application also included the method claims on appeal. The claims in the parent application 
were rejected under § 102 as anticipated by Donley, and that rejection was affirmed by the board on ^eai. Appellant 
filed a continuation application containing all of the original claims, both article and method^ and later canceled the 
article claims. The remaining claims, those on appeal here, are all denominated method claims. 

The article disclosed in the instant specification and defined by the article claims in the previous appeal comprises a 
substantially transparent substrate first coated with a semi-reflective material, such as silver, to a thickness of 500-5,000 
angstroms and then coated with a metal oxide material (a dielectric), such as titanium oxide, over the semi-reflective 
coating. By var3ang the thickness of the metal oxide layer and the amount of semi-reflective material deposited on the 



glass (substrate), the color of the light reflected from the glass toward the light source can be varied and, importantly, so 
can the degree to which that color is enhanced, respectively. If the metal oxide coating is thick, the color is deep. If the 
semi-reflective coating is too meager, light incident on the backside of the glass (e.g., from inside a building) will be 
transmitted through the glass and wash the color out. If the semi-reflective coating is too substantial, too much light 
incident the front side of the glass will be reflected back toward the natural light source also tending to wash out the 
chosen color as viewed from the light-side of the glass. 

Certain wavelengths of visible light (i.e., colors) are enhanced because light rays reflecting off the outside of the metal 
oxide layer interfere constructively with (i.e., add to) rays ^t pass through the metal oxide layer but that are reflected 
off the semi-reflective layer. Constructive interference occurs because some of the rays at a given wavelength that 
reflect off the semi-reflective layer and come back toward the light source through the metal oxide layer are in phase 
with those of the same wavelength reflecting off the metal oxide layer, a result dependent upon the indices of refraction 
of both layers and the thickness of the metal oxide layer. Thus, certain colors can be created in a calculable way by 
varying the thickness and composition of the metal oxide layer and enhanced by varying the degree to which the semi- 
reflective layer reflects light, an effect in turn dependent upon that layer's composition and quantity. Appellant 
discloses the relevant scientific formulae of interference and reflection of light waves in his application, but further 
detail here in that regard is not necessary. 

The Donley Reference 

The Donley patent discloses an article of manufacture comprising a transparent glass substrate, a film containing 
silver bonded to the substrate, and a second film of metal oxide of 200-800 angstroms, formed over the first film. The 
resultant article provides, according to the abstract, "solar energy control and production of architectural colors." The 
ratio of light transmitted to that reflected, as well as the transmitted and reflected colors of the article, can be altered "by 
varying the thickness of the films and/or the selection of the metal oxide overcoat." Donley does not disclose that the 
aboye effects are due to interference of ligjit waves reflecting from the metal oxide overcoat and the silver film layer. 

Issues 

The issue of greatest import is whether an article of manu&cture in the prior art can be used to support an anticipation 
rejection of method claims that, in essence, simply define what happens when that article of manufacture is placed in the 
environment in which the article will be used. We take the opportunity to reaffirm holdings of the Court of Customs 
and Patent Appeals, while addressing important subsidiary issues as well. 

OPINION 

Anticipation, § 102 

It is axiomatic that [HNl] anticipation of a claim under § 102 can be found only if the prior art reference discloses 
every element of the claim, and that anticipation is a feet question subject to review under the cleariy erroneous 
standard. Lindemann Maschinenfabrik v. American Hoist and Derrick 730 K2d 1452, 1457, 221 U.S.P.Q. (BNA) 481, 
485 (Fed, Cir. 1984), Our review of a finding of anticipation is the same whether it was made by the board or by a 
district court 

Under the principles of inherency, if a structure in the prior art necessarily fimctions in accordance with the limitations 
of a process or method claim of an application, the claim is anticipated. This is not to say that the discovery of a new 
use for an old stmcture based on unknown properties of the structure might not be patentable to the discoverer as a 
process. In re Hack, 44 CCPA, 954, 245F.2d246, 248, 114 U.S,RQ. (BNA) 161, 163 (CCPA 1957). 

Article of Manufecture Used to Support a Rejection for Anticipation of Method Claims 

Appellant first argues that it is absurd to reject method claims on the ground that they are anticipated by a disclosed 
article of manufacture. However absurd it may seem to appellant, the law is, and long has been, that "if [HN2] a 
previously patented device, in its normal and usual operation, will perform the function which an appellant claims in a 
subsequent application for process patent, then such application for process patent will be considered to have been 
anticipated by the former patented device." In reAckenbach, 18 CCPA, 769, 45 F,2d 437, 439, 7 U,S,P,Q. 268, 270 



(CCPA 1930) (citing with approval Claude Neon Lights v. E. Machlett & Son, 27 F.2d 702, 707-08 (2d Cir. 1928)). 
Accord In re Watson, 18 CCPA. 712, 44 F,2d 868, 870, 7 U.S,P.Q. 113, 115 (CCPA 1930); In re Ernst, 32 CCPA. 
1106, 150 F.2d 133, 135, 66 U.S.PQ. (BNA) 71, 73 (CCPA 1945) (citing with approval In re Ackenbach, supra). See 
generaUy Carnegie Steel Co. v. Cambria Iron Co., 185 U.S. 403, 46 L. Ed. 968, 22 S. Ct. 698 (1902) (prior art device 
anticipates later process if device carries out process in nonnal operation). Cf. In re Tarczy-Homoch, 55 CCPA, 
1441, 397 F.2d 856, 158 U.S.P.Q. (BNA) 141 (CCPA 1968) (a process claim, otherwise patentable, should not be 
rejected merely because the qiplication of which it is part discloses apparatus which will inherently carry out the recited 
steps). 

The board found that Donley "clearly discloses the same article of manufacture disclosed in appellant's specification" 
— a substrate covered by a silver-containing film and by a titanium metal oxide; that, as the appellant concedes in his 
brief before us, the thicknesses specified in the Donley reference are the same as those in the instant appUcation over a 
nontrivial range, namely 500-800 angstroms; and that claim 1 "merely recites steps describing the effect of ambient 
hgjit transmitted to and through appellant's optical apparatus" and therefore that the Donley device inherentiy performs 
the function disclosed in the method claims on appeal when that device is used in "nomml and usual operation." We 
hold that the board made out a prima facie case of anticipation under the principles of inherency of appellant's claimed 
method. See In re Ackenbach; Lindemann, supra. * 

- -Footnotes 



* We need not consider the Grubb reference - cited by the examiner as evidence that the interference color 
characteristics of prior art dielectric oxide films are related to their thicknesses — because the board stated in its 
opinion that the rejection here was based on anticipation of the method claims by the Donley reference alone. 

Similarly, we need not, and must not, consider the accidental use doctrine because the board expressly stated that 
argument was not properiy before it and would not be considered. 



-End Footnotes- 



Appellant has failed to show that the board's finding of anticipation was cleariy erroneous. Its failure is perhaps in 
part due to appellant's misapprehension of its burden at the PTO and therefore its failure in the PTO to introduce 
evidence -- on which it could have relied here - sufficient to rebut the board's prima facie case of anticipation of the 
claimed method. 

Contrary to appellant's reasoning, [HNS] after the PTO establishes a prima facie case of anticipation based on 
inherency, the burden shifts to appellant to "prove that the subject matter shown to be in the prior art does not possess 
tiie characteristic rehed on." In re Swinehart, 58 CCPA. 1027, 439 F.2d 210, 212-13, 169 U.S.P.Q. (BNA) 226, 229 
(CCPA 1971). Accord In re Fitzgerald, 619 F.2d 67, 70, 205 U.S.PQ. (BNA) 594, 596 (CCPA 1980), quoted with 
approval in In re Thorpe, 777 F. 2d 695, 698, 227 U.S.P.Q. (BNA) 964, 966 (Fed. Cir. 1985); In re Best, 562 F.2d 1252, 
1255, 195 U.S.P.Q. (BNA) 430, 433-34 (CCPA 1977); In reLudtke, 58 CCP.A. 1159, 441 F.2d 660, 664, 169 U.S.PQ. 
(BNA) 563, 566 (1971). Here, appellant's biirden before the board was to prove that Donley's structure does not perfomi 
the so-called method defined in the claims when placed in ambient light Appellant did not satisfy that burden. It did 
not suffice merely to assert that Donley does not inherently achieve enhanced color through interfeimce effects, 
challenging the PTO to prove the contrary by experiment or otherwise. The PTO is not equipped to perform such tasks. 
See In re Brown, 59 CCPA. 1036, 459 F.2d 531, 535, 173 U.S.P.Q. (BNA) 685, 688 (CCPA 1972), quoted with 
approval in In re Fitzgerald; In re Best, supra. 

The board's finding of anticipation based on the finding that all that need be done to perform what appellant's claims 
recite is to place the Donley article in ambient light cannot be clearly erroneous in the fece of the siq>porting evidence 
(1) tiiat Donley's and appellant's structures are the same, as the board found both here and in the prior appeal, and (2) 



that Donley expressly states that the thickness of its reflective layer and the thickness and composition of its metal oxide 
layer can be varied to achieve different reflectance and transmittance characteristics and colors. The only arguable 
shortcoming we see with Donley respecting its adequacy to support an anticipation rejection is Donley's failure to 
articulate a scientific explanation of why his structure behaves as it does, namely, that optical interference causes color 
which changes when the thickness of the metal oxide layer is varied. Finally, to the extent that appellant thinks he is 
entitled to a patent because he sets out the scientific formulae explaining what happens to light as it passes through the 
device, it is well settled that he is not so entitled. See Parker v. Flook 437 US. 584, 198 U.S.RQ. (BNA) 193 57 L Ed 
2d 451, 98 S,Ct 2522 (1978). . . . 

Conclusion 

The decision of the board is affirmed. 



AFFTRMED. **** 



^^^^ 
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PRIOR HISTORY: Appealed from: United States Patent and Trademark Office Board of 
Patent Appeals and Interferences. (Reexamination Nos. 90/002,014, 90/002.053. and 
90/002,179) 

DISPOSITION: AFFIRMED. 
CASE SUMMARY: 

PROCEDURAL POSTURE: Appellant sought review of a decision of the United States 
Patent and Trademark Office Board of Patent Appeals and Interferences, which affirmed the 
examiner's rejection of various claims, and adopted the examiner's determination that cited 
prior art would have suggested the claim's subject matter. The appeal was filed against 
appellee Government. 

OVERVIEW: The reviewing court affirmed, holding that since one of ordinary skill in the art 
was capable of providing the circuitry necessary to make the device operable for use as a 
computer, as a matter of law, the prior art was sufficiently enabling to serve as a reference. 
Given the nature of the problems confronted by the inventors, one of ordinary skill in the art 
would have consulted the mechanical arts, and thus, the cited references were reasonably 
pertinent and the finding that the references were analogous was not clearly erroneous. The 
claimed invention had to be considered as a whole, multiple cited prior art references had to 
suggest the desirability of being combined, and the references had to be viewed without the 
benefit of hindsight afforded by the disclosure. Having reviewed the prior art, the court 
concluded that there was no error in rejecting those claims for obviousness. 

OUTCOME: The board's decision was affirmed because one of ordinary skill in the art was 
capable of making the device operable for use as a computer, so that as a matter of law, the 
prior art was sufficiently enabling to serve as a reference. 

CORE TERMS: patent, invention, display, housing, calculator, inventor, skill, specification, 
reexamination, hinge, obviousness, examiner, disclose, lid, nonobviousness, anticipated, 
laptop, portable computer, disclosure, preamble, viewing, latch, portable, capability, 
keyboard, anticipation, enablement, extraneous, appearing, patentee 

LexisNexis(R) Headnotes 

Patent Law: Novelty & Anticipation 

[HN1] Anticipation is a question of fact subject to review under the clearly erroneous 
standard. A rejection for anticipation under 35 U.S,C.S, § 102 requires that each and every 
limitation of the claimed invention be disclosed in a single prior art reference. In addition, the 
reference must be enabling and describe the applicant's claimed invention sufficiently to 
have placed it in possession of a person of ordinary skill in the field of the invention. 

Patent Law: Specification & Claims: Claim Preambles 

[HN2] The preamble of a claim does not limit the scope of the claim when it merely states a 
purpose or intended use of the invention. However, terms appearing in a preamble may be 
deemed limitations of a claim when they give meaning to the claim and properly define the 
invention. Although no litmus test exists as to what effect should be accorded to words 
contained in a preamble, review of a patent in its entirety should be made to determine 
whether the inventors intended such language to represent an additional structural limitation 
or mere introductory language. 

Patent Law: Specification & Claims: Claim Preambles 
Patent Law: Jurisdiction & Review: Standards of Review 

[HN3] A prior art reference must contain preamble limitations. Claim construction is a legal 
question that the court addresses de novo. 



Patent Law: Specification & Claims: Claim Language 

Patent Law: U.S. Patent & Trademark Office Prosecution Procedures: Examination of 
Applications 

Patent Law: Infringement: Claim Interpretation 

[HN4] Although it is entirely proper to use the specification to interpret what the patentee 
meant by a word or phrase in the claim this is not to be confused with adding an extraneous 
limitation appearing in the specification, which is improper. By extraneous, it is meant that a 
limitation read into a claim from the specification wholly apart from any need to interpret 
particular words or phrases in the claim. Moreover, when interpreting a claim, words of the 
claim are generally given their ordinary and accustomed meaning, unless it appears from the 
specification or the file history that they were used differently by the inventor. 

Patent Law: Infringement: Claim Interpretation 

[HNS] The term "computer" is not associated with any one fixed or rigid meaning, as 
confirmed by the fact that it is subject to numerous definitions and is used to describe a 
variety of devices with varying degrees of sophistication and complexity. However, despite 
the lack of any standard definition for this ubiquitous term, it is commonly understood by 
those skilled in the art that at the most fundamental level, a device is a computer if it is 
capable of carrying out calculations. 

Patent Law: Specification & Claims: Claim Language 

Patent Law: Specification & Claims: Applicant's Theory of Invention 

Patent Law: Infringement: Claim Interpretation 

[HN6] Although an inventor is indeed free to define the specific terms used to describe his or 
her invention, this must be done with reasonable clarity, deliberateness, and precision. 
Where an inventor chooses to be his own lexicographer and to give terms uncommon 
meanings, he must set out his uncommon definition in some manner within the paterjt 
disclosure so as to give one of ordinary skill in the art notice of the change. 

Patent Law: Novelty & Anticipation 

Patent Law: Specification & Claims: Enablement Requirement 
Patent Law: Specification & Claims: Claim Preambles 

[HN7] A prior art reference must be considered together with the knowledge of one of 
ordinary skill in the pertinent art. A reference need not, however, explain every detail since it 
is speaking to those skilled in the art. The ultimate issue of enablement is one of law based 
on underlying factual findings. 

Patent Law: Novelty & Anticipation 

[HNS] Since anticipation is the ultimate of obviousness, the subject matter of anticipation 
claims is necessarily obvious and a court need not consider them further. 

Patent Law: Nonobviousness: Tests & Proof of Obviousness 
Patent Law: Jurisdiction & Review: Standards of Review 

[HN9] Obviousness is a question of law to be determined from the facts. Thus, the 
conclusion of obviousness by the Patent and Trademark Office Board of Patent Appeals and 
Interferences is reviewed for error as a matter of law, and underlying factual inquiries are 
reviewed for clear error. 

Patent Law: Novelty & Anticipation 

Patent Law: Specification & Claims: Claim Language 

Patent Law: U.S. Patent & Trademark Office Prosecution Procedures: Examination of 
Applications 

Patent Law: Jurisdiction & Review: Standards of Review 



[HN 10] Whether a prior art reference is analogous is a fact question that a court reviews 
under the clearly erroneous standard. References may still be analogous if they are 
reasonably pertinent to the particular problem with which the inventor is involved. 

Patent Law: Nonobviousness: Tests & Proof of Obviousness 

Patent Law: Infringement: Burdens of Proof 

Patent Law: Jurisdiction & Review: Standards of Review 

[HN11] When a patentee offers objective evidence of nonobviousness. there must be a 
sufficient relationship between that evidence and the patented invention. The term "nexus" is 
used, in this context, to designate a legally and factually sufficient connection between the 
proven success and the patented invention, such that the objective evidence should be 
considered in the detemiination of nonobviousness. The burden of proof as to this 
connection or nexus resides with the patentee. 

Patent Law: Nonobviousness: Tests & Proof of Obviousness 

Patent Law: Infringement: Burdens of Proof 

Patent Law: Jurisdiction & Review: Standards of Review 

[HN12] In reviewing the obviousness conclusions of the Patent and Trademark Office Board 
of Patent Appeals and Interferences, a court is guided by the well-settled principles that the 
claimed invention must be considered as a whole, multiple cited prior art references must 
suggest the desirability of being combined, and the references must be viewed without the 
benefit of hindsight afforded by the disclosure. 

COUNSEL: J. Georg Seka, Attorney, Townsend and Townsend Khourie and Crew, of San 
Francisco, California, argued for appellant. 

Harris Pitlick, Attorney, Commissioner of Patents and Trademarks, of Ariington, Virainia 
argued for appellee. With him on the brief was Fred E. McKelvey. 

JUDGES: Before NIES, MICHEL, and LOURIE, Circuit Judges. 

OPINIONBY: LOURIE 

OPINION: 

[•1477] LOURIE, Circuit Judge. 

AST Research, Inc., (AST) n1 appeals from the July 23, 1993 decision of the United States 
Patent and Trademari< Office (PTO) Board of Patent Appeals and Interferences sustaining 
the final rejection upon reexamination of claims 1-4, 6, 9-12, and 18-34 of U S Patent 
4,57/, 456. We affirm. 



-Footnotes- 



n1 AST Research is the current record owner of the patent in issue. 



End Footnotes 



[*1478] BACKGROUND 



The '456 patent, entitled "Portable Computer," was issued to David C. Paulsen et al., on 
February 18, 1986. The claims of the patent are directed to a portable computer contained 
within a compact metal case. n2 A salient feature of the claimed invention is its "clam shell" 
configuration, in which the computer's display housing is connected to the computer at its 
midsection by a hinge assembly that enables the display to swing from a closed, latched 
position for portability and protection to an open, erect position for viewing and operation. 
Computers consistent with this design are commonly referred to as "laptop" computers. 

Footnotes 



n2 Claim 1 is the broadest claim in the '456 patent and is illustrative of the claimed 
invention. The claim reads as follows: 

1 . A portable computer constructed to be contained within an outer case for transport and 
to be erectable to a viewing and operating configuration for use, said computer comprising 

a base, 

a display housing, 
a top cover, 
a rear cover, 

hinge means for permitting swinging movement of the display housing about an axis of 
rotation adjacent the rear end of the display housing and from a closed and latched 
position of the display housing on the base to an erected position for viewing by ah 
operator, and including stop means for holding the display housing at the desired angle 
for viewing, 

the hinge means being located in a mid portion of the base and wherein the hinge 
means permit swinging movement of the display housing to an erected position in which 
the inner surface of the display housing is held in an upward and reanwardly inclined angle 
for viewing by an operator in front of the computer, and 

including a keyboard in the portion of the base which is exposed by the movement of 
the display housing to the erected position. 



End Footnotes 



On April 27, 1990, and subsequently on June 12, 1990 and October 22, 1990, requests 
were filed in the PTO for reexamination of the '456 patent. See 35 U.S.C. § 302 (1988). The 
requests were consolidated into a single proceeding for the reexamination of claims 1 
through 34. n3 On August 9, 1991, the examiner issued a final office action in the 
reexamination rejecting claims 1-4, 6, 7, 9-12, and 18-34. Independent claims 1 and 18 were 
rejected under 35 U.S.C. § 102 (b) (1988) as being anticipated by Japanese Application 47- 
14961 to Yokoyama. Additionally, claims 1-4, 6, 7, 9-12, and 18-34 were rejected under 35 
U.S.C. § 103 (1988) as being obvious over the Yokoyama reference in view of other prior art. 
n4 



Footnotes 



-End Footnotes- 



subject matter to a person of ordinary skill in the art. n6 
Footnotes 



n5 The party in interest during the reexamination proceeding was Grid Svstems Cnm 
the original assignee of the '456 patent. ^««uirig was vano systems Corp.. 

n6 Because the Board adopted the examiner's position as its own we shall mter tn th« 
examiner's findings and conclusions as those of the Board ® 



-End Footnotes- 



AST, the present assignee of the '456 patent, now appeals from the Board's decision. 

DISCUSSION 

Claims 1 and 18 

an^dD^Jd^^v ttfv'^of '° detemiination that claims 1 and 18 are 



136, 138 (Fed. Cir. 1986). A rejection for anticipation under section 102 requires that each 
and every limitation of the claimed Invention be disclosed in a single [*1479] prior art 
reference. In re Spada, 911 F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed. Cir. 1990). In 
addition, the reference must be enabling and describe the applicant's claimed invention 
sufficiently to have placed it in possession of a person of ordinary skill in the field of the 
invention. Id. 

The Yokoyama reference discloses a desktop calculator contained within a housing having 
the form of a portable attache case. The front half of the case consists of a lid that is hinged 
at the midsection of the case. Connected to the inside of the lid is a display which is able to 
be viewed when the lid is opened to a vertical position. A keyboard is also exposed for 
operation when the lid is opened. When the device is to be transported, the lid is closed and 
latched to protect the display and the keyboard. Notwithstanding that Yokoyama discloses a 
device meeting the express limitations set out in claims 1 and 18 relating to a base, a display 
housing, a keyboard, etc., AST maintains that the claims are not anticipated by Yokoyama 
because that reference discloses a calculator, not a computer. n7 AST contends that the 
Board erred in construing the temi "computer" broadly to encompass a calculator such as 
that disclosed in Yokoyama. 

Footnotes 



n7 AST does not dispute that all the limitations of claims 1 and 18 are otherwise 
described in the Yokoyama reference. 



End Footnotes 



We note at the outset that the term "computer" is found only in the preamble of the claims 
at issue. [HN2] The preamble of a claim does not limit the scope of the claim when it merely 
states a purpose or intended use of the invention. See DeGeorge v. Bernier, 768 F.2d 1318, 
1322 n.3, 226 USPQ 758, 761 n.3 (Fed. Cir. 1985). However, terms appearing in a preamble 
may be deemed limitations of a claim when they "give meaning to the claim and properly 
define the invention." Gerber Garment Technology, Inc. v. Lectra Sys., Inc., 916 F.2d 683, 
688, 16 USPQ2d 1436, 1441 (Fed. Cir. 1990) (quoting Perkin-Elmer Corp. v. Computervision 
Corp., 732 F.2d 888, 896, 221 USPQ 669, 675 (Fed. Cir.), cert, denied, 469 U.S. 857, 83 L. 
Ed. 2d 120, 105 S. Ct. 187 (1984)). Although no "litmus test" exists as to what effect should 
be accorded to words contained in a preamble, review of a patent in its entirety should be 
made to determine whether the inventors intended such language to represent an additional 
structural limitation or mere introductory language. Corning Glass Works v. Sumitomo Else. 
U.S.A., Inc., 868 F.2d 1251, 1257, 9 USPQ2d 1962, 1966 (Fed. Cir. 1989); In re Stencel, 828 
F.2d 751, 754, 4 USPQ2d 1071, 1073 (Fed. Cir. 1987). 

In the instant case, review of the '456 patent as a whole reveals that the term "computer" is 
one that "breathes life and meaning into the claims and, hence, is a necessary limitation to 
them." Loctite Corp. v. Ultraseal Ltd., 781 F.2d 861, 866, 228 USPQ 90, 92 (Fed. Cir. 1984). 
Thus, to anticipate claims 1 and 18, the Yokoyama reference must disclose a type of 
"computer." See Diversitech Corp. v. Century Steps, Inc., 850 F.2d 675, 678, 7 USPQ2d 
1315, 1317 (Fed. Cir. 1988) [HN3] (prior art reference must contain preamble limitations). 
However, to properly compare Yokoyama with the claims at issue, we must construe the 
term "computer" to ascertain its scope and meaning. Claim construction is a legal question 



Footnotes 



TJ^TbZ!S!T^!!^!^r ^^f;*"' '.""r^ Wellants which draw a 



End Footnotes 



meanings, he must set out his uncommon definition in some manner within the patent 
disclosure" so as to give one of ordinary skill in the art notice of the change. See Intellicall, 
lnc„ V. Phonometrics, Inc., 952 F,2d 1384, 1387-88, 21 USPQ2d 1383, 1386 (Fed. Cir. 
1992). Here, the specification of the '456 patent does not clearly redefine the term 
"computer" such that one of ordinary skill in the art would deem it to be different from its 
common meaning. The specification merely describes in a general fashion certain features 
and capabilities desirable in a portable computer. This description, however, is far from 
establishing a specialized definition restricting the claimed invention to a computer having a 
specific set of characteristics and capabilities. 

We conclude that the Board did not clearly err in determining that the Yokoyama reference 
meets all the limitations of claims 1 and 18 as properly construed, including the "computer" 
limitation. 

Alternatively, AST asserts that Yokoyama does not anticipate claims 1 and 18 because it is 
not enabling. AST argues that Yokoyama only discloses a box for a calculator and thus does 
not teach how to make and use a portable calculator. This argument, however, fails to 
recognize that [HN7] a prior art reference must be "considered together with the knowledge 
of one of ordinary skill in the pertinent art." In re Samour, 571 F.2d 559, 562, 197 USPQ 1, 3- 
4 (CCPA 1978); see also DeGeorge, 768 F.2d at 1323, 226 USPQ at 762 (Fed. Cir. 1985) (a 
reference "need not, however, explain every detail since [it] is speaking to those skilled in the 
art"). As the Board found below, the level of skill to which Yokoyama is addressed was "quite 
advanced" at the time the *456 patent was filed and that "one of ordinary skill in the art 
[*1481] certainly was capable of providing the circuitry necessary to make the device 
operable for use as a computer." We discern no clear error in the Board's findings and 
conclude as a matter of law that Yokoyama is sufficiently enabling to serve as a section 
102(b) reference. n9 See Gould v. Quigg, 822 F.2d 1074, 1077, 3 USPQ2d 1302, 1303-04 
(Fed. Cir. 1987) (ultimate issue of enablement is one of law based on underlying factual 
findings). 

- Footnotes 



n9 We also note that under the enablement standard that AST would have us apply to 
Yokoyama, the '456 patent itself would be non-enabling. The '456 patent similariy relies 
on the knowledge and skill of those skilled in the art. If detailed disclosure regarding 
implementation of known electronic and mechanical components necessary to build a 
computer were essential for an anticipating reference, then the disclosure in the '456 
patent would also fail to satisfy the enablement requirement. See Constant v. Advanced 
Micro-Devices, Inc., 848F.2d 1560, 1569, 7USPQ2d 1057, 1063 (Fed. Cir. 1988). 



End Footnotes- 



Accordingly, we affirm the Board's rejection of claims 1 and 18 as being anticipated by 
Yokoyama. As a result, we need not review the obviousness rejections of these claims. See 
In re Baxter Travenol Labs, 952 F.2d 388, 391, 21 USPQ2d 1281, 1285 (Fed. Cir. 1992) 
[HN8] ("Since anticipation is the ultimate of obviousness, the subject matter of these claims is 
necessarily obvious and we need not consider them further."). Additionally, because AST 
does not argue the patentability of claims 9-12 and 19-27 separately from that of claims 1 
and 18, the appeal of these claims also fails. See In re Albrecht, 579 F.2d 92, 93-94, 198 
USPQ 208, 209 (CCPA 1978); In re King, 801 F.2d at 1325, 231 USPQ at 137. 



Claims 2-4, 6, and 28-34 



1. Non-Analogous Art 

Footnotes 



End Footnotes 



2. Secondary Considerations 



In support of its contention that the Board erred in rejecting claims 2-4, 6, and 28-34 as 
obvious, AST points to evidence of commercial success, copying, and professional 
recognition of Grid laptop computers, devices covered by claims 1 and 18 of the '456 patent. 
For example, from the introduction of their laptop computers in 1983 to the end of 1990, Grid 
enjoyed cumulative sales of approximately $489 million in addition to licensing royalties of 
$7.5 million. Grid also received several design awards and exceptional praise from the 
industry press. 

Although such evidence is indeed impressive, AST has not shown that it is relevant to the 
claims at issue and thus entitled to weight. [HN11] When a patentee offers objective 
evidence of nonobviousness, there must be a sufficient relationship between that evidence 
and the patented invention. See Demaco Corp. v. F. Von Langsdorff Licensing Ltd., 851 F.2d 
1387, 1392, 7 USPQ2d 1222, 1226 (Fed. Cir.), cert, denied, 488 U.S. 956, 102 L Ed. 2d 
383, 109 S. Ct 395 (1988). "The term 'nexus' is used, in this context, to designate a legally 
and factually sufficient connection between the proven success and the patented invention, 
such that the objective evidence should be considered in the determination of 
nonobviousness. The burden of proof as to this connection or nexus resides with the 
patentee." Id. Here, AST has failed to carry its burden. 

AST limits its argument respecting the evidence adduced to demonstrate nonobviousness 
to laptop computers covered by claims 1 and 18, claims which we have previously concluded 
are unpatentable under section 102. nil AST has not established that the commercial 
success, copying, and professional recognition experienced by Grid laptop computers are 
probative of the nonobviousness of the inventions of claims 2-4, 6, and 28-34. It has not 
been shown that such evidence is relevant to a computer within the scope of these claims, 
i.e., that it is attributable to the inventions of these claims, rather than to extraneous factors 
such as advertising and marketing or to the features possessed by the computers of claims 1 
and 18. Because AST has failed to establish a sufficient legal relationship between the 
purported evidence of nonobviousness and the claimed invention, evidence pertinent to 
claims 1 and 18 therefore carries no weight with respect to claims 2-4, 6, and 28-34. 

Footnotes 



nil The only evidence connecting the purported commercial success and professional 
praise with the '456 patent is the declaration of J. Georg Seka, counsel for AST, stating 
that claims 1 and 18 cover the Grid "Compass" laptop computer and certain models made 
by Toshiba. Even assuming that a nexus exists as to those two claims, evidence of 
nonobviousness is irrelevant for patentability purposes when an invention is anticipated 
under section 102. 



End Footnotes 



3. Obviousness Generally 

Beyond what we have said respecting the applicability of the cited prior art and the 
asserted evidence of secondary considerations, we have considered AST's basic contention 
that the prior art does not suggest the invention of the rejected claims and view it to be 
unpersuasive. [HN12] In reviewing the Board's obviousness conclusions, we have been 



Sinif ? ^t'''^®" ®"* principles that the claimed invention must be considered as a 
^^ fU^y^ ^'^^"^ references must suggest the desirability of being combined 

SSiottJ ?'^"i5®t T^* ^® benefit of hindsight afforded by the 

w?T^ %Sf^r °f°'i^^^^^ ^""3 Co.. Inc., 786 F.2d 1136. 1143 n.5. 229 USPQ 182. 
/YOfi«; i ^27' S. Cf. 106. 93 ri483J L Ed 2d 55 

in?!fr in^-^T carefully reviewed the prior art of record and conclude that the Boafd did 
not err in rejecting claims 2-4. 6. and 28-34 as having been obvious 



CONCLUSION 



YJnl^?rl ^" rejecting claims 1 and 18 as being anticipated by the 

IS^m^H Thf °' 9-12 and 19-27 must also be 

affirmed. The Board did not err in rejecting claims 2-4, 6, and 28-34 as being obvious over 
Yokoyama and other prior art. Accordingly, we afflmi the decision of the Board 
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SCHALL, Circuit Judge. 



Helifix Limited ("Helifix") appeals the order of the United States District Court for the District 
of Massachusetts denying its motion to preliminarily enjoin Blok-Lok, Ltd. and William Scott 
Burns n1 (collectively "Blok-Lok") from inducing infringement of, and contributorily infringing, 
United States Patent No. 5,687,801 ("the '801 patent"). See Helifix Ltd. v. Blok-Lok, Ltd., No. 
98-11093 (D. Mass. Dec. 15, 1998) (memorandum and order). Helifix also appeals the 
district court's interlocutory order granting summary judgment of patent invalidity in favor of 
Blok-Lok on Blok-Lok's counterclaim against Helifix. n2 The district court held that the '801 
patent was invalid by reason of anticipation and the on-sale bar under 35 U.S.C. § 102(b) 
(1994). See Helifix Ltd. v. Blok-Lok, Ltd., 26 F. Supp. 2d 294, 52 U.S.P.Q.2D (BNA) 1486 (D. 
Mass. 1998). We affirm the denial of the motion for a preliminary injunction, vacate the grant 
of summary judgment of patent invalidity, and remand for further proceedings. 

Footnotes 



n1 William Scott Burns is the general manager of Blok-Lok, Ltd. and was named as a 
defendant in Helifix's complaint. 



n2 Blok-Lok's Lanham Act counterclaim named as a third-party defendant Helifix North 
America Corporation, a wholly-owned subsidiary of Helifix. 



End Footnotes 



BACKGROUND 
I. 

The '801 patent, entitled "Method of Securing Walls with a Tie," issued from an application 
filed on September 27, 1996. That application was a divisional of Application Serial No. 
08/491,358, filed June 30, 1995, which was a continuation-in-part of Application Serial No. 
08/204,465, filed February 28, 1994. The patent names Robert Ian Paterson and Brian Alan 
Breeze as the inventors and Helifix as the assignee. The patent Is directed to a method of 
securing layers of masonry [*1342] ("wythes"), such as an exterior brick wall and an interior 
concrete wall, by means of ties. See, e.g., '801 pat., claim 1. The typical tie is described as 
spiral-shaped, 7-8 inches long, and made of solid stainless-steel. See id. at col. 2, II. 55-56, 
col. 4, 1. 42. The sole claim of the patent recites: 

1. A method of securing (1) two or more wythes in a building structure (2) utilizing a helical 
tie member (3) having longitudinal helical flutes terminating at a cutting end at one end and 
(4) terminating at a remote end opposite the cutting end comprising the steps of: 

(5) drilling a first wythe to a diameter less than than [sic] a diameter of the flutes on the tie 
to be inserted, 

(6) drilling a pilot hole in a second wythe to a predetermined depth, 



(7) inserting the remote end of the tie into a tool which (8) impactinqlv drives the tie and «i\ 
S^raSo'n'EJmefir"' ' '^^^''^^^ in'th^SS^thrdue^t^ 

bise of ?he pffi^^^^^ ^""^ continuing to impactingly drive the tie to a 

JJrlll?'^'"^ ^[.''''"9 ^'""^ the tie. and thereafter (12) finishina 

the remote end of the tie in accordance with mandates of the site. Tinisning 

1Ip®«2S^"SI numerals are those added by the district court in its summary judgment order 
see Helifix. 26 F. Supp. 2d at 297, 52 U.S.P.Q.2D (BNA) at 1489.) The patent teaches that 
pursuant to this method "the tie helically grasps the interior wythe as weraslhfe^S 
vvythe . and a dry fix or tieing [sic] relationship is developed." '50/ paT col 5 II ^-Ss 
The patent states that different tools can be used to drive the tie. "so long as^L tie is 
thr^%2>STjC 'h ^' '• "^P°^^"t th«t the tie b^fie to^ota e in 

L,meriaron^?;^e^^^^^^^^ — ^ than that imparted by the 

Figure 7 of the '807 patent shows a workman 21 practicing the invention of claim i hv 
dnving^a hel.cal tie member 10 Into a building structure' to secure a fS v^lJe 2 to a Te<i,nd 

[SEE FIGURE 7 IN ORIGINAL] 

Srudttirl? °* ^^"^^ ^ ^° ^^'^"""9 ^^^es 2 and 4 in a building 

[SEE FIGURE 13 IN ORIGINAL] [*1343] 
II. 

ian'ic'^Ml ^' '■epresentatives of Helifix attended the World of Concrete trade show in 
^^^hronhn^o "^^'^ ^'^P'^^^^ distributed a brochure ("the '93 brochure") 
The 93 brochure descnbes Helifix stainless steel ties and their use in masonry refacina and 
new construction. It also describes the use of the ties in both "DryFix" and '^SjlSS Rx" 
methods of construction. n3 With regard to the ties, the '93 brochure states: ^'"^ 

The Helifix tie has a unique design which causes it to auger as it is installed The tie cuts a 
c^lSuSmaSrials""^""^ ^^^^^^^'^-^ " '^onds secure'j'^irmosl 

With regard to the DryFix method, which is at issue in this case, the '93 brochure states: 

Jr^ no°n'^exrJpSl"li3o«, 'f„f n®"^ *° P'" ^^^'"9 material to the backup where the cavity is minimal 
M.2?r« ® "masonry facings or veneers to brick, block, or concrete 

Ideal for use in multi-wythe composite walls. I'oncreie. 

The brochure explains the DryFix method with the following diagrams and descriptions: 

L"ht''into?hiT*';®'^ the points of entry for the Helifix ties, a hole is drilled through the outer 
wythe into the backup substrate to a predetemilned deptti. 

[SEE FIGURE 1 IN ORIGINAL] 



2. The DryFix masonry tie is loaded into the insertion tool and power driven until the outer 
end of the tie is recessed below the face of the brickwork. 

[SEE FIGURE 2 IN ORIGINAL] 
[*1344] 

3. The outer face is then finished with matching materials. 

[SEE FIGURE 3 IN ORIGINAL] 

The DryFix portion of the brochure also states that . . the special augering action of the tie 
avoids bricks or blocks splitting . . . 

The last paragraph of the brochure is a "warranty" that provides as follows: 

Seller makes no warranty of any kind, express or implied, except that the goods sold under 
this agreement shall be of the standard quality of seller, and buyer assumes all risk and 
liability resulting from the use of the goods, whether used singly or in combination with other 
goods. Seller neither assumes nor authorizes any person to assume for seller any other 
liability in connection with the sale or use of the goods sold, and there is no oral agreement 
or warranty collateral to or affecting this transaction. 

The brochure also sets forth a telephone number and address to contact "for further 
information." 

Footnotes 



n3 In the DryFix method, the tie is secured to the wythes without chemicals. In the Dry- 
Chemical Fix method, a chemical resin secures the tie to the outer wythe. 



End Footnotes 



III. 

On June 4, 1998, Helifix filed suit against Blok-Lok, alleging that Blok-Lok was infringing 
and inducing infringement of the '801 patent, was infringing Helifix^s copyrighted catalogues, 
and was falsely designating the sponsorship of non-Helifix products as Helifix products. 
Helifix sought a preliminary injunction of the activities alleged to infringe the patent and 
demanded a jury trial. On July 9, 1998, Blok-Lok filed a counterclaim which included a 
request for a declaratory judgment of patent invalidity. Blok-Lok asserted that the *93 
brochure describes the method claimed in the '801 patent and that the claimed method was 
on sale at the January 1993 World of Concrete trade show. Because the earliest United 
States priority date of the '801 patent, the February 28, 1994 filing date of Application Serial 
No. 08/204,465, was more than one year after the brochure was publicly distributed and 
more than one year after the trade show, Blok-Lok asserted that the method was 
unpatentable under 35 US.C. § 102(b). 

In due course, Helifix moved for summary judgment of patent infringement and Blok-Lok 
cross-moved for summary judgment [*1345] of patent invalidity. The district court denied both 
motions on September 14, 1998. However, after a hearing on September 15, 1998, the court 



invited Blok-Lok to renew its motion. Blok-Lok did so, and on November 5 iQQft tho rn.,rt 

thP wn* nftfnt w U S.P 0.2D (BNA) at 1494. In doing so. the court construed claim 1 of 
rel^X If S «S tTo^°" h ^ TH^"^ See id. at 296-98. 52 U S Rq Jd 
Z.nLtl ^^ concluded that the claim is not limited to he specific tool 

described in the patent specification. See id. at 298. 52 U.S.P Q 2D (BNATat1489 TZ rr^?,^ 
rn^hf P^*^"* anticipated by the "93 ^ocCe undet^^ 

l4Qn Th! nl. ? ^ at 298-303. 52 U.S.P.Q.2D (BNA) at 

in!!?^?' ® ^'^erefore granted Biok-Lok's motion for summary judgment of patent 
invalidity on an interlocutory basis. n4 See id. at 303. 52 U.S.P Q 2D (BNA) 3^494 



-Footnotes- 



ruling was interlocutory because it did not dispose of all of the parties' claims 

KSo?r^^^^^^ " false designation of oriKairSLTnd 

Blok-Lok s correction of inventorship, breach of contract, and Lanham Act claims. 



-End Footnotes- 



RiSiTio?''?"'''®'' J^'-''^®®' ^^O""^ denied Helifix's motion to preliminarily enioin 

SJ°Nr98"?S93'^^^^^^^^^^^^ contributorily infringing, the' 'JS?' p'Mee 

judgmie'p^roS'mo^^^^^^^^ ''^^ — ry 

It would not be consistent with the court's order of November 5 1998 to nrant r,i»i„««.^ 

patent. That part of plaintiff's motion is denied. 

Id. 

aramo?B^Skfoti °^ '^^"^^^ « preliminary Injunction and the court's 

grant of Blok-Lok s motion for summary judgment. 

DISCUSSION 

I. 

in!!!fot^^''® jurisdiction over the appeal of the denial of Helifix's request for a preliminarv 
« w«\,? " ? ^ ^2S2(c)(1) (1994). [HN11 We exercise our discretion to 

hoooM.« . . PP.®"^*® junsdiction over the interlocutory grant of summary iudament 

re!5f !t J'/ '^'^r'^c'^^^^®'^*^^ *° PreliminaVy injunction." GeierG?rS 

7ec/7., /nc. V. Lectra Sys.. Inc.. 916 F.2d 683. 686. 16 USP Q 2D (BNA) i4aR i^q %Jh 

% 'IIV^ITS '(BN^rJS ''^l^V- ^^^^^^^o^^^^^^ 
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district court based its denial of the preliminary injunction request on its summary judgment 
ruling in favor of Blok-Lok. See Helifix, No. 98-11093, slip op. at 3. Thus, the denial of the 
preliminary injunction and the grant of summary judgment are "inextricably intertwined." 

II. 

We turn first to the summary judgment of patent invalidity because it formed the basis for 
the district court's denial of Helifix's request for a preliminary injunction. [HN2] We review a 
grant of summary judgment de novo, and affirm only if, when the facts are viewed in the light 
most favorable to the non-moving party and all doubts are resolved in favor of the non- 
movant, there are no genuine issues of [*1346] material fact and the moving party is entitled 
to judgment as a matter of law. See Robotic Vision Sys., Inc. v. View Eng'g, Inc, 112 F.3d 
1163, 1165, 42 US.P.Q,2D (BNA) 1619, 1621 (Fed. Cir. 1997). [HN3] A patent is presumed 
to be valid, see 35 U.S.C. § 282 (1994), and this presumption only can be overcome by clear 
and convincing evidence to the contrary. See, e.g., WMS Gaming Inc. v. International Game 
Tech., 184 F.3d 1339, 1355, 51 U.S.P.Q.2D (BNA) 1385, 1396-97 (Fed. Cir. 1999). To be 
entitled to summary judgment, therefore, Blok-Lok had to establish that there were no 
material facts in dispute relating to its assertion of anticipation, and it had to present clear 
and convincing evidence that the '93 brochure anticipates the claim of the '801 patent. 
Alternatively, Blok-Lok had to establish that there were no material facts in dispute relating to 
its assertion of the on-sale bar, and it had to present clear and convincing evidence that the 
invention claimed in the '801 patent was on sale at the World of Concrete trade show. 

A. Anticipation 

[HN4] An invention is anticipated under 35 U.S.C. § 702(b) if it "was . . . described in a 
printed publication in this . . . country . . . more than one year prior to the date of application 
for patent in the United States." 35 U.S.C. § 102(b). [HNS] The first step of an anticipation 
analysis is claim construction. See Key Pharms. v. Hereon Labs. Corp., 161 F.3d 709, 714, 
48 U.S.P.Q.2D (BNA) 1911, 1915 (Fed. Cir. 1998). Claim construction is a question oif law 
that we review de novo. See Cybor Corp. v. FAS Techs., Inc., 138 F.3d 1448, 1456, 46 
US.P.Q.2D (BNA) 1169, 1174 (Fed. Cir. 1998) (en banc). [HN6] In construing patent claims, 
we look to the intrinsic evidence of record-the claims, the specification, and, if in evidence, 
the prosecution history. See Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582-83, 39 
U.S.P.Q.2D (BNA) 1573, 1576-77 (Fed. Cir. 1996). If intrinsic evidence resolves all 
ambiguities, extrinsic evidence is not considered. See id. 

1. The district court construed the claim of the '801 patent as not requiring the specific tool 
described in the patent specification, a hammer drilling machine fitted with an SDS chuck. 
See Helifix, 26 F. Supp. 2d at 298, 52 U.S.P.Q.2D (BNA) at 1489. We see no error in that 
construction. The claim of the '801 patent does not limit the method to a hammer drilling 
machine fitted with an SDS chuck, but recites a tool into which a tie can be inserted and that 
"impactingly drives the tie and rotatably permits the same to rotate . . . ." '801 pat., claim 1. 
The specification itself teaches that different tools can be used "so long as the tie Is permitted 
to rotate." Id. at col. 4, II. 46-51. The prosecution history reveals that the Patent Office 
determined that the method could be practiced without the specific tool described in the 
specification, and there is no indication that Helifix challenged that determination. 

2. [HN7] The second step in an anticipation analysis involves a comparison of the 
construed claim to the prior art. See Key Pharms., 161 F3d at 714, 48 U.S.P.Q.2D (BNA) at 
1915. To be anticipating, a prior art reference must disclose "each and every limitation of the 
claimed invention[,] . . . must be enabling[,] and [must] describe . . . [the] claimed invention 
sufficiently to have placed it in possession of a person of ordinary skill in the field of the 
invention." In re Paulsen, 30 F3d 1475, 1478-79, 31 U.S.P.Q.2D (BNA) 1671, 1673 (Fed. 
Cir. 1994). If there is a genuine issue of material fact relevant to any one of these factors, 
summary judgment is not proper. 
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3. [HN9] "Even if the claimed invention is disclosed in a printed publication, that disclosure 
will not suffice as prior art if It was not enabling." Donohoe, 766 F.2d at 533, 226 U.S.P.Q. 
(BNA) at 621, Helifix argues that the '93 brochure does not enable a tool capable of 
practicing the method recited in the patent and that such a tool was ri348] not available at 
the time of the World of Concrete trade show. In making this argument, it points to the 
testimony of Mr. Paterson that Helifix had a difficult time developing a tool that would be 
useful at worksites, see Tr. of Sept. 15, 1998 Hr'g, at 26-27, and that the invention still was 
in development at the time of the trade show, see id. at 304-06. In addition, Helifix presented 
a July 29, 1994 document that, according to Helifix, demonstrates that Blok-Lok had returned 
44 tools to Helifix because they were unsatisfactory. 

We conclude, on the record before us, that Blok-Lok failed to provide clear and convincing 
evidence that the '93 brochure enables a person of ordinary skill in the art to practice the 
claimed method. In particular, Blok-Lok did not present any evidence indicating that a person 
of ordinary skill in the art could have made or obtained a tool capable of being used in the 
claimed method without an undue amount of experimentation. See In re Stieppard, 52 
aC.P.A. 859, 339 F,2d 238, 242, 144 aS.P.Q. (BNA) 42, 45 (CCPA 1981) (reversing a 
rejection under 35 L/.S.C. § 102{b) where the asserted prior art reference did not permit 
someone skilled in the art to possess the claimed invention without an undue amount of 
experimentation). 

Although the '93 brochure does not describe the tool used to perform the DryFix method, 
the district court determined that such a tool was enabled because the Patent Office had 
issued a restriction requirement between the claimed method and the specific tool described 
in the specification. See Helifix, 26 F. Supp. 2d at 300-301, 52 U.S.P.Q.2D (BNA) at 1491- 
92: [HN10] The Patent Office can issue a restriction requirement if it finds that two or more 
inventions claimed in a patent application are "independent and distinct." 35 U.S.C. § 121 
(1994). [HN11] A process and apparatus (tool) for its practice can be restricted if either "the 
process as claimed can be practiced by another materially different apparatus or by hand" or 
"th^e apparatus as claimed can be used to practice another and materially different process." 
Man. Pat. Examining Proc. § 806.05(e) (7th ed. 1998). [HN12] In response to a restriction 
requirement, an applicant must elect one invention for examination. See 37C.F.R. § 1.142(a) 
(1999). Claims to the non-elected Invention(s) are withdrawn from consideration and must be 
canceled before the application is allowed to Issue as a patent. See 37 C.F.R. § 1.142(b) 
(1999). 

The grandparent of the '801 patent, Application Serial No. 08/204,465, was filed with claim 
1 to a method of securing wythes with a helical tie, claim 2 to a tool for driving a helical tie 
into a wall, and claims 3 and 4 to helical ties. The Patent Office issued a restriction 
requirement between the method, tool, and tie claims. With respect to the method and tool 
claims, the Patent Office asserted that the tool is not required to insert the tie. Helifix did not 
present any substantive arguments in response to this restriction requirement, and elected to 
pursue the method claim. In due course, the grandparent application was abandoned in favor 
of the parent application of the '801 patent, U.S. Application Serial No. 08/491,358. The 
parent application was filed with claim 1 to the method, claims 2 and 5-7 to the tool, and 
claims 3 and 4 to the helical tie. The Patent Office issued a restriction requirement along the 
same lines as the restriction requirement issued in the grandparent application, again 
asserting that the tool is not required to insert the tie. Helifix did not present any substantive 
arguments in response to this restriction requirement, and elected to pursue the tool claims. 
The '801 patent application was filed with the same claims as the parent application; 
however, the tool claims were canceled in a preliminary amendment, and the tie claims were 
canceled pursuant to a telephone conference with the examiner. Accordingly, the patent 
issued with only method claim 1 . 

Blok-Lok argued before the district court that the Patent Office's repeated assertions that 
the tool claimed in the patent applications is not required to Insert the tie demonstrate that 
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B. The on-sale bar 
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As discussed above, there are genuine issues of material fact as to whether the '93 
brochure discloses and enables each element of the method claimed in the W1 patent. 
Accordingly, for purposes of summary judgment, the '93 brochure cannot be relied upon as 
an enabling description of the invention. Moreover, in the district court, Blok-Lok failed to 
allege that any other item provided a description of the invention that was "sufficiently 
specific to enable a person skilled in the art to practice the invention." Blok-Lok's ability to 
prevail on the issue of whether the invention of the '801 patent was ready for patenting at the 
time of the trade show thus depends on its being able to establish that there are no genuine 
issues of material fact as to whether, at the time of the show, the method of claim 1 had been 
reduced to practice. This question turns on whether a tool capable of practicing the method 
had been developed in January of 1993. See Robotic Vision, 112 F.3d at 1165, 42 
U.S.P.Q.2D (BNA) at 1624 (determining that a method that required a software program 
could not have been on-sale before a suitable software program had been developed even 
though the claims did not recite the software program). 

We note first that reduction to practice of the claimed method does not require reduction to 
practice of the specific tool described in the '801 patent, but merely requires the development 
of any tool that meets the limitations recited in the claim. Thus, to establish that the method 
had been reduced to practice at the time of the Worid of Concrete trade show, Blok-Lok had 
to prove that Helifix had a tool into which a tie could be inserted and that would "impactingly 
drive the tie and rotatably permit the same to rotate as a helical bed is developed in the first 
wythe due to penetration by the tie." W1 pat., claim 1. On appeal, Blok-Lok points to the 
deposition testimony of Mr. Sweeney to the effect that a DryFix tool was available and on 
sale prior to the trade show. However, Mr. Sweeney did not testify about the characteristics 
of the DryFix tool in question. Accordingly, this testimony does not demonstrate that the tool 
could meet the limitations recited in the '801 patent claim. Blok-Lok also cites letters that 
mention DryFix tools, but these letters similarly fail to indicate the characteristics and 
capabilities of the tools. Mr. Paterson testified in a deposition that there were many tools that 
had been called "DryFix tools" and that those tools may not have borne any resemblance to 
the final tool described in the patent. Thus, there is a genuine issue of material fact as to 
whether a tool meeting the claim limitations had been developed at the time of the trade 
show, and, therefore, whether the invention had been reduced to practice so that it could 
have been "on sale" at that time. 

Because we conclude, on the record before us, that there are genuine issues of material 
fact with respect to the issues of anticipation and the on-sale bar, we vacate the grant of 
summary judgment of patent invalidity. In doing so, we do not imply that the record supports 
a determination that the '801 patent is valid, or that summary judgment of patent invalidity on 
a more fully developed record would be improper. We merely hold, that, on the record before 
the district court, Blok-Lok did not establish its entitlement to summary judgment 

III. 

We turn next to the denial of the preliminary injunction. [HN15] To obtain the extraordinary 
relief of a preliminary injunction, the moving party must establish that: (1) it has a reasonable 
likelihood of succeeding on the merits; (2) it will suffer irreparable harm if the injunction is not 
granted; (3) the balance of hardships tips in its favor; and (4) an injunction would be 
[*1351]consistent with the public interest. See, e.g., Nutrition 21 v. United States, 930 F.2d 
867, 869, 18 U,S.P.Q,2D (BNA) 1347, 1348-49 (Fed. Cir. 1991). [HN16] To overturn the 
denial of a preliminary injunction, the patentee "must show not only that one or more of the 
factors relied on by the district court was clearly erroneous, but also that a denial of the 
preliminary relief sought would amount to an abuse of discretion upon reversal of an 
erroneous finding." New England Braiding Co. v. AW. Ctresterton Co., 970 F.2d 878, 882, 23 
U.S.P.Q.2D (BNA) 1622, 1625 (Fed. Cir. 1992). Helifix has not met this burden. 



[HN17] A patent holder seeking a preliminary injunction bears the burden of establishing a 
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The district court denied Helifix's preliminary injunction motion because it would have been 
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L ^1"°* consider the issues of irreparable harm, the balance of hardships,' 

or whether an injunction would be consistent with the public interest. 

As discussed above, we conclude that the district court erred in granting Blok-Lok's motion 
tor summary judgment. At the same time, we cannot say that, based upon the record before 
It, the district court abused its discretion in denying Helifix's request for a preliminary 
injunction. Because an alleged infringer must establish by clear and convincing evidence that 
a patent is invalid, Helifix has been able to show on appeal that genuine issues of material 

n''i<SfK.fJi?K°I ll'TT^'Y j"^?"?®"* °* Blok-Lok. However, Helifix has not been able 

to establish that Blok-Lok's validity defense "lacks substantial merit." 

Blok-Lok argues that the '801 patent is invalid by reason of anticipation and the on-sale 
bar. As noted above, Helifix acknowledges that the '93 brochure teaches elements (1) - (7) 

tho^^ 9?2 °l^'^'u ^ P^*®"*- As as elements (8) - (10) are concerned 

the drawing of the brochure with a chevron and the equivocal testimony of Mr. Paterson 
K.? ! ^ question as to whether those elements are or are not disclosed in the 

brochure. If they are, then claim 1 1s anticipated by the brochure. 

Turning to the on-sale bar question, we have vacated the district court's grant of summary 
judgment in favor of Blok-Lok because we have concluded that there are genuine issues of 
matenal fact relating to the second Pfaff condition: whether the invention of the '801 patent 
was ready for patenting at the time it allegedly was on sale. We have come to that conclusion 
based largely upon the conflicting testimony of Mr. Sweeny, on behalf of Blok-Lok. and Mr 
Patereon, on behalf of Helifix. In our analysis of the on-sale bar issue, we did not discuss the 
first Pfaff condition: whether the product at issue was the subject of a commercial offer for 
sale. We point out at this juncture, however, that the evidence on this point can fairiy be said 
Z ia/®.^ "^^^ ®q"'PO'se- On the one hand, Mr. Paterson admitted that Helifix attended 
the World of Concrete trade ri352] show for "commercial purposes," Tr. of Sept. 15. 1998 
Hrg at 130, and that the '93 brochure was distributed at the trade show to interest potential 
customers in purchasing the described products for use in the described methods On the 
other hand, Mr. Paterson testified that the DryFix method was included in the brochure only 
as a teaser," id. at 128, that the method "primarily promoted [at the trade show] was the dry 
chemical fix method." id. at 1 30. and that no price list was distributed at the trade show. 

In sum, although the record before us does not support the district court's grant of 
summary judgment, it does raise a substantial question of patent invalidity. For that reason 
we see no clear error in the finding of the district court that, in the face of Blok-Lok's 
challenge to the validity of the '801 patent. Helifix could not establish a likelihood of success 
on the ments. Under these circumstances. It was not necessary for the court to consider the 
remaining preliminary injunction factors. See Reetmk Infl Ltd. v. J. Baker Inc., 32 F.3d 1552 



1556, 31 U.S.P.Q.2D (BNA) 1781, 1784 (Fed. Cin 1994) [HN19] ("[A] district court may 
properly deny a motion for preliminary injunction simply based on the movant's failure to 
establish a reasonable likelihood of success on the merits.")- We therefore find no abuse of 
discretion in the district court's denial of Helifix's request for a preliminary injunction. 

CONCLUSION 

We affirm the denial of Helifix's request for a preliminary injunction, vacate the interlocutory 
summary judgment of patent Invalidity, and remand the case for further proceedings 
consistent with this opinion. 

AFFIRMED-IN-PART, VACATED-IN-PART, AND REMANDED 

COSTS 



Each party shall bear its own costs. 
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LexisNexis(R) Headnotes 



When both parties move for summary judgment, the court must evaluate each motion on its 
own merits, resolving all reasonable inferences against the party whose motion is under 
consideration. 

Civil Procedure: Trials: Judgment as Matter of Law 

Civil Procedure: Appeals: Standards of Review: De Novo Review 

[HN2] An appellate court reviews a district court's grant of judgment as a matter of law 
(JMOL) de novo, reapplying the JMOL standard used by the district court. JMOL is 
appropriate when a party has been fully heard on an issue and there is no legally sufficient 
evidentiary basis for a reasonable jury to find for that party on that issue. Fed. R. Civ. P. 
50(a)(1). To prevail, an appellant must show that the jury's findings, presumed or express, 
are not supported by substantial evidence or, if they were, that the legal conclusion(s) 
implied from the jury's verdict cannot in law be supported by those findings. 

Patent Law: Novelty & Anticipation 

[HN3] A determination that a patent is invalid as being anticipated under 35 U.S.C.S. § 102 
requires a finding that each and every limitation is found either expressly or inherently in a 
single prior art reference. To anticipate, the reference must also enable one of skill in the art 
to make and use the claimed invention. Because a patent issued by the U.S. Patent and 
Trademark Office is presumed to be valid, 35 U.S.C.S. § 282 (1994), the evidentiary burden 
to show facts supporting a conclusion of invalidity is clear and convincing evidence. 

Patent Law: Infringement: Acts of Infringement 

[HN4] A determination of infringement requires a two-step analysis. First, the court 
determines the scope and meaning of the patent claims asserted. Second, the properly 
construed claims are compared to the allegedly infringing device. Step two, comparison of 
the claim to the accused device, requires a determination that every claim limitation or its 
equivalent be found in the accused device. Those determinations are questions of fact. 

Patent Law: Remedies: Damages 

[HNS] The choice of methodology for calculating damages is within the discretion of the 
district court. In any event, the patent owner bears the burden of proving by a preponderance 
of the evidence the quantum of damages, an issue of fact for which the appellate court 
reviews the jury's decision for substantial evidence. 

Patent Law: Remedies: Damages 

Patent Law: Jurisdiction & Review: Standards of Review 

[HN6] A decision to sanction a litigant pursuant to Fed. R. Civ. P. 37 is one that is not unique 
to patent law, and the court therefore applies regional circuit law to that issue. The Eighth 
Circuit reviews the imposition of sanctions under Fed. R. Civ. P. 37 for an abuse of 
discretion. 

Patent Law: Novelty & Anticipation 

[HN7] To anticipate a claim reciting a means-plus-function limitation, the anticipatory 
reference must disclose the recited function identically. 

Patent Law: Novelty & Anticipation 

[HNS] Anticipation by inherent disclosure is appropriate only when the reference discloses 
prior art that must necessarily include the unstated limitation. 

Civil Procedure: Sanctions: Discovery Misconduct 

[HN9] Because the imposition of a discovery sanction is not a matter substantially related to 
patent law, the court applies the law of the regional circuit. 

Patent Law: Infringement: Acts of Infringement 



Patent Uw: Infringement: Claim Interpretation 

form ^ipSro^^f; ^""^ technical, define the adjective "resilient" or its noun 

Sm^aShaS^ *° ^^^P^ « 

Patent Law: Remedies: Damages 

[HN12] Reasonable royalty damages for patent infringement arise from the fact of 

f '^Z °^ ^^'^^ P"^^ consisting of intang ble goodwi Us no' the 

sale of infnnging goods. It is partial compensation for the sale of a business. 

Patent Law: Remedies: Damages 
Patent Law: Remedies: Damages 

w^llll!^ "^M^if* •^^"'^"^ reasonable royalty award already compensates the patent owner 
for any goodwill the infnnger garnered by infringement. « owner 

Patent Law: Remedies: Damages 

[HN15] Enhancement of damages under 35 U.S.C.S. § 284 involves the fact-finder 
determ,n.ng that the infringer engaged in culpable conduct and thn^rt exe cSna ite 
discretion to determine whether and to what extent to enhance the damag^ exercising its 

Patent Law: Remedies: Damages 

Lnho^^ Factors to be considered by the court in the second step of determining whether to 
enhance pa ent infnngement damages are: (1) deliberate copying; (2) infringer's investiaat on 
and good-faith belief of invalidity or non-infringement; (3) litigaLn conS? (4) in 
and financial condition; (5) closeness of the case; 6) duration of the miSu^ m 
Snf ir'Xf" i^'^ '"'""9®^'^ motivation for harm; and (9) c^ncealSt)^A 

Samages '"*""9«"'ent authorizes but does not mandate an av4rd or increased 

Patent Law: Remedies: Damages 

Patent Law: Jurisdiction & Review: Standards of Review 

[HN17] An appellate court reviews the court's analysis for an abuse of discretion. 

Patent Law: Remedies: Damages 

[HN18] The general rule is that that the district court must normally explain why It decides 
tha a case is not exceptional under 35 U.S.C.S. § 285 when a factual findina of Sf!5 
infnngement has been established and. If exceptional, whyrdecides S o a^^^^ 

exceoSoTh °' ^PP^^'^ Circurt has recognlSd In 

SS^th^SiS^^^^^^ 9--^^ ^or 

Antitrust & Trade Law: Consumer Protection: False Advertising 

Trademari< Law: Infringement: Detenninations 

^'^"^^ ^i'^"'* recognized the universal requirement for actual usage of the 
mari< in commerce. Use of the mart, on documents does not satisfy the usage rSuiremenl 

mutrh^^.^^"' ^^'^^"^ *° 9°°^^ themselves.Furthem,ore^ the usage c^f the^m^^^^ 

must be as a source identifier rather than as a description of the goods' qualities 
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OPINIONBY: LOURIE 

OPINION: 

[*1367] LOURIE, Circuit Judge. 

Transctean Corporation, James P. Viken, Jon A. Lang, and Donald E. Johnson (collectively 
"Transclean") appeal from a judgment of the United States District Court for the District of 
Minnesota (1) reversing entry of a portion of a jury's damages award for infringement of 
Transclean's U.S. Patent 5,318,080, Transclean Corp. v. Bridgewood Serv., Inc., No. 97- 
2298, slip op. at 28 (D. Minn. Jan. 8, 2001) ("Damages Opinion"); (2) denying its motion for 
enhanced damages under 35 U.S.C. § 284, id. at 66, as well as attorney fees under 35 
U.S.C. § 285 and Minn. Stat § 8.31, Transclean Corp. v. Bridgewood Serv., Inc., 134 F. 
Supp. 2d 1049, 1061 (D. Minn. 2001) ("Attorney Fees Opinion"); and (3) granting summary 
judgment of noninfringement on its claim of trademark infringement, Transclean Corp. v. 
Bridgewood Sen/., Inc., 77 F. Supp. 2d 1045, 1094-95 (D. Minn. ("Summary Judgment 
Opinion"). Bridgewood cross-appeals from the court's grant of summary judgment that the 
'080 patent is not invalid for anticipation and that Bridgewood infringed claims 1 -4 and 12, 77 
F. Supp.at 1081, 1083, 1063. Bridgewood also cross-appeals from the court's denial of its 
motion for summary judgment of noninfringement of claim 13. Id. at 1087. For the reasons 
set forth below, we affirm-in-part and vacate-in-part. 

BACKGROUND 

Transclean is the assignee of the V80 patent, which is directed to an automatic 
transmission fluid changing apparatus. The fluid circulates from an automobile's automatic 
transmission case to a radiator and back via circulation lines. '080 patent at col. 1, II. 6-12. 
The invention of the patent is designed to tap into a fluid circulation line and become part of 
the circulation system for the duration of the fluid changing procedure. Id. at col. 3, II. 8-19. In 
that configuration, the invention collects used fluid as it circulates around and into the 
machine, while supplying new fluid into the circulation system. Id. Prior to the invention, such 
machines were not capable of matching the supply rate of new fluid to the outflow rate of 
used fluid. Id. at col. 2, II. 56-68. As a result, one of two problems was likely to occur. First, if 
the supply rate was less than the outflow rate, the transmission could become starved of 
fluid, which could lead to excessive heating and [*1368] damage to the transmission. Id. 
Second, if the supply rate exceeded the outflow rate, a buildup of internal fluid pressure 
could stress and damage seals in the transmission. Id. The invention aimed to solve these 
problems by balancing the supply rate to the outflow rate. Id. at col. 3, II. 8-19. Claim 1, the 
only independent claim, reads as follows: 

1. In a fluid replacing apparatus for an automatic transmission an improvement having fluid 
circulation inlet and outlet ports comprising: 

a fluid receiver adapted to be connected to the fluid circulation output port on said 
automatic transmission; 



nrfrf o°n"l=?H°i ^/^sh transmission fluid adapted to be connected to the fluid circulation inlet 
port on said automatic transmission so that fluid circulates therethrough; and 

means connected to said fluid receiver and said source of fresh fluid for eaualizina the 
fluid flow into said fluid receiver and out of said source of fluid. equalizing the 

Id. at col. 8, II. 10-23 (emphases added). 

au^ho'S'ed^rss* n sTV^i^S ^J^lf^xl- " " ^^"^"^'"9 ^'^'^^ A^^" ^^e manner 
nZr^^^^^r,^ * .u^-^:^- ^ ^ ®- specification discloses several structures 
corresponding to the claimed "means." According to one structure, the fluid rece ver and 
source o fresh transmission fluid are segregated portions of the same tink and mTmea^^ 
sLSXo^^^^^^ '"^'""^ ^'^^ ^^""^^'y dividinTL tanl'tnto 

Sfsl'ffiSdsasfollo'r ^ Characteristics is the subject of 

13. The apparatus of claim 1 in which the means for equalizing the flow is comorised of 
SL^Sf ^^^^ ^^"^'^^^ said means ^xhibrg*^^^^^^^^ 

S if SlI^^Lml?^^^^^ *° P^^"""^^ ^he fluid Circulation 

circuit OT said transmission and said receiver, upon the fluid in said source. 

2;.fr^°'* ®' "•. 55-61 (emphasis added). Another structure corresponding to the means for 
X'Sd a^^S; Jt llTe'' ^'"'^ z 

«on'i2®K ^""^ '® ^ competing distributor of transmission service equipment to automobile 

uT p«tPnt'"^^SI!.^^^^ ^^^'^^ ''^ ^•^^ embodiment described in itT own 

rhfmhf rf h ^'^f '^^f ?'''e*'y' Bridgewood's device consists of a reservoir divided into two 

Sv fLd wi IS'S^ hP"*° H ;f ^ P^*®"*' ^^^'^^^ "^^^^ ^bove the piston is 

initially filled with fresh fluid, and the reservoir below the piston is initially emotv and 

compressed. Id. Extending from each chamber is a line for connection to an automobHe's 
tSiS ihSrJS?" ""'^ 2" ^'^"^ ^ P^'"* ^ technician breaks S^^^^^^^^^ 

Cham J?" thorlK ? ' .°P®';f °" °* tf^e transmission pump sends used fluid into the bottom 
chamber, thereby forcing the piston to expel fresh fluid from the top chamber into the 
transmission's fluid circulation system. Id. When the technician cln sCe frlsh fluid^L^^^ 
pumped into the bottom chamber, the procedure is halted, as the ffuid has been essenS 

'^^^^^^^^ could possibtSeTpre'S: 

beyond the book value of Bndgewood's tangible net worth. Century subsequentiv took a 
license under the '080 patent from Transclean. agreeing to a royalty raV<J! nine perc^^^^^ 

FLUi?flx?HANr^^^^ °* '0^0 patent and its TOTAL 

bv Br?dSS?ooHS^fn^^^^ X-CHANGE trademarks, as well as false advertising 

Bpfn P ^rl^h fh^ T'°?f' i'^'""^ ^®^'ce replaced "100%" or "every drop" of fluid 

summa,^ td^mp^l^^^^^^ '"^''^"f P^^'^' ^""^"^^^ ^"^9"^^"*, Transclean seeking 
fo2lT,«^o^ ^rnent on the issues of patent infringement and validity, and Bridgewood 
seeking sumrnary judgment of noninfringement of claim 13 as well as Transclean's 
InprTif •J*'^ 9'^"ted all Of those motions except that relating to claim Mori 
E U s'Vafen?T^f#^^^^ Summary judgment that the V80 patent was not anticipated by 
Ji;/ ^ d't^i- *° ^ ^^c"®'' °' Japanese Patent 2-72299. Summan^ 

r^^Z ^L^f'"""" ^ ^"PP- ^' Furthermore, the court granted Transclean? 
SS!nt *°7"'^'^f^.i"d9ment that Bridgewood infringed claims 1-4 and 12 of the 'OsS 
patent, after precluding Bndgewood from arguing noninfringement of those claims as a 



sanction for Bridgewood's failure to answer an interrogatory seeking its bases for arguing 
noninfringement. 77 F. Supp. at 1062-63. Finally, the court granted Bridgewood's motion that 
Bridgewood had not Infringed Transclean's trademarks. Id. at 1094-95. 

The case was then tried to a jury, which found that Bridgewood willfully infringed claim 13 
and engaged in false advertising. The jury awarded Transclean three types of damages for 
the patent infringement. Damages Opinion at 3. The first was a reasonable royalty based on 
Bridgewood's sales of infringing devices; the second was additional damages for the 
infringement; and the third was a reasonable royalty based on Bridgewood's sale of its 
business. Id. 

In a post-trial motion, Bridgewood sought to overturn the jury's damages awards. The court 
partly agreed and held that as a matter of law Transclean was not entitled to more than 
$1,874,500 for patent infringement. Id. at 65-66. Transclean also filed a post-trial motion 
seeking enhanced damages and attorney fees pursuant to 35 U.S.C, §§ 284 and 285 in light 
of the jury's finding of willful infringement, but the court denied both requests. Id. at 66. 
Additionally, Transclean filed a post-trial motion pursuant to Minnesota's private attorney 
general statute, Minn. Stat. § 8.31, seeking attorney fees it incurred in pursuing the false 
advertising claim, but the court denied that request as well. Id. 

Transclean appeals and Bridgewood cross-appeals from the decisions of the district court. 
We have jurisdiction pursuant to 28 U.S.C. § 1295(a)0). 

DISCUSSION 

[HN1] We review a district court's grant of summary judgment de novo, reapplying the 
same standard used by the district court. Ethicon Endo-Surgery, Inc. v. United States 
Surgical Corp., 149 F.3d 1309, 1315, 47 USPQ2d 1272, 1275 (Fed. Cir. 1998). Summary 
judgment is appropriate "if the pleadings, depositions, answers to interrogatories, and 
admissions on file, together with the affidavits, if any, show that there is no genuine issue as 
to any material fact and that the moving party is entitled to a judgment as a matter of law." 
Fed. R. Civ. P. 56(c). "The evidence of the nonmovant is to be believed, and all justifiable 
inferences are to be drawn in his favor." Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 255, 
91 L. Ed. 2d 202, 106 S. Ct. 2505 (1986). When both parties move for summary judgment, 
the court must evaluate each motion on its own merits, resolving all reasonable inferences 
against the party whose motion is under consideration. McKay v. United States, 199 F.3d 
1376, 1380 (Fed. Cir. 1999). 

[*1370] [HN2] We review a district court's grant of judgment as a matter of law ("JMOL") de 
novo, reapplying the JMOL standard used by the district court. Sextant Avionique, S.A. v. 
Analog Devices, Inc., 172 F.3d 817, 824, 49 USPQ2d 1865, 1869 (Fed. Cir. 1999). JMOL is 
appropriate when "a party has been fully heard on an issue and there is no legally sufficient 
evidentiary basis for a reasonable jury to find for that party on that issue." Fed. R. Civ. P. 
50(a)(1). To prevail, an appellant "must show that the jury's findings, presumed or express, 
are not supported by substantial evidence or, if they were, that the legal conclusion(s) 
implied from the jury's verdict cannot in law be supported by those findings." Perkin-Elmer 
Corp. V. Computervision Corp., 732 F.2d 888, 893, 221 USPQ 669, 673 (Fed. Cir. 1984) 
(citation omitted). 

[HN3] A determination that a patent is invalid as being anticipated under 35 U.S.C. § 102 
requires a finding that "each and every limitation is found either expressly or inherently in a 
single prior art reference." Celeritas Techs. Ltd. v. Rockwell Int'l Corp., 150 F.3d 1354, 1360, 
47 USPQ2d 1516, 1522 (Fed. Cir. 1998). To anticipate, the reference must also enable one 
of skill in the art to make and use the claimed invention. In re Donohue, 766 F.2d 531, 533, 
226 USPQ 619, 621 (Fed. Cir. 1985). Because a patent issued by the U.S. Patent and 
Trademark Office is presumed to be valid, 35 U.S.C. § 232(1994), the evidentiary burden to 



show facts supporting a conclusion of invalidity is clear and convincino evidence WMS 



[HN4] A determination of infringement requires a two-step analysis "First the court 
nonZrf ^"^ '"^^"'"S °^ Patent <^'«!"'s asserted . . . flS^ond? he proS 

tIS^L^^ ""^'."lo I't compared to the allegedly infringing device." CVZjor Cora v FAS 
Techs., Inc., 138 F.3d 1448. 1454, 46 USPQ2d 1169 1172 (Fed rir Tooi? Won Ko^.\ 
(orations omitted). Step one. claim constructions an fesue of tes^el 

^bof issF 'Jlf'il^ ^-^ffci^o!,^' <''^^^>' that we review de novo 

Cybor, 138 F.3d at 1456, 46 USPQ2d at 1 172 (Fed. Cir. 1998). Step two comoarison of the 

J^uTJ^rTLT^'T ^^^"'^^^ ^ determination that ever? daimTm'^SS S^i^^ 

S |p« y I t°7"J'o'".S?,^'S;^^^ '^^^'^^^-^^"'f^^on Co V. Hilton Day£ Slem. 

qiS'stions^f Vet Ba l t^ f'w" '"^l ^"^^ detem,inations are 

disEou'i!? sSiJhiSLTn- c^'<^"'a«"9 damages is within the discretion of the 

1^PQld T922 W25^^^^^ ''^'^"^ ^"P- ^-^^ '7 

^rrl^iv. ' ^^^^J^^^- ^^^V- In any event, the patent owner bears the burden of 
proving by a preponderance of the evidence the quantum of damages, an issue of act f o 

[HN6] A decision to sanction a litigant pursuant to Fed. R. Civ. P 37 is one that is not 
J/S?>OPd r?SrU^^v2''w'^"''' Sy^^^aystex inn. Inc., 1^ F3d1%3 ^^,^7 

f^w 'w^^ and we therefore apply regional circuit law to that 

l^i^errr'"i%% K- ''^'^''^ 1^5F3Sl356.%359, 50USPQ2d1672 

rl JfnStl f.?^-^ ''^"'^ P^"^)- Because the Eighth Circuit, the pert nent 
regional circuit in this case, reviews the imposition of sanctions under Rule 37 for an abuse 

SL?he same! " ^^^1371] (8t!! ci? 19^" ^e Z 

inSl^^^®^ Transclean raises a number of issues concerning damages and trademark 
pr3.hfo"*- ■ ' a'-gues that the court erred in disaHowing the juo^^s award o7a 

reasonable royalty on Bridgewood's proceeds from the sale of its business Second 

I;S"«5nrf ^^"^^^ by not awarding it enhanSd damages 

and attorney fees for patent infringement under 35 U.S.C. §§ 284 and 285 Third Transclean 
argues that the court erred in not awarding it attorney fees for pufstHng the faiS advertlslnS 
nSri^g^en^^^^^^^^^^^ ~ sUa^TdSrol 

P»2d^^^^^^^ 

080 patent is not invalid for anticipation under 35 U.S.C § 702. AsTo infrinaement 
ronf2r°^ ^''"^^^ d'^<^^e«on When it estopped Bridge3^ror^' 

contesting mfnngement of claims 1-4 and 12 as a discovery sanctii^n and STrt denTed 

Schfs^Se1ntS;r" '"'"'"^^ °* noninfringement of claim irWe addJ^ss 

A. Patent Validity 

Bridgewood asserts in its cross-appeal that the court erred when it oranted summarv 
CTateriShTuah'^^^^^^^^ 

080 patent. Although this is a cross-appealed issue, as is that on patent infringement, we 



deal with them first because they logically precede damages issues, which are the principally 
appealed issues. Bridgewood contends that the court misconstrued the phrase "means for 
equalizing the fluid flow" appearing in claim 1 by requiring that the fluid flow rate, rather than 
just the volume of fluid, be equalized. Based on its erroneously narrow construction of the 
claimed function, the court, according to Bridgewood, included extraneous structure in that 
corresponding to the "means for equalizing" limitation. Bridgewood asserts that the proper 
corresponding structure is a fresh fluid tank connected to a fresh fluid tube with a valve, a 
used fluid tank connected to a used fluid tube, and a source of pressurized air. Bridgewood 
contends that either the Becnel or Japanese patent discloses all of the minimum 
corresponding structure, and that the dependent claims recite well-known features that are 
also disclosed by the Becnel or Japanese patents. 

Transclean responds that the court properiy interpreted the term "flow" to mean a rate, not 
a volume, as the specification discloses that equalization of flow rates is the objective of the 
invention. Transclean further contends that the invention disclosed in the Becnel patent does 
not necessarily equalize flow rates, and that the Japanese patent discloses an apparatus that 
equalizes fluid weights, not flow rates. 

We agree with Transclean that the claim phrase "equalizing the fluid flow" refers to a rate, 
not just a volume. To construe that phrase, we look to the specification for guidance, 
Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582, 39 USPQ2d 1573, 1577 (Fed. Cir. 
1996), and the specification clearly refers to the equalization of flow rates. For example, the 
patent describes problems that can occur in the prior art when the input flow rate of added 
fluid does not match the output flow rate of used fluid: 

In the event fluid is allowed to drain faster than the rate of addition of fluid, the pump or 
torque converter in a [*1372] transmission is likely to be starved and then will become 
excessively hot under which conditions a transmission will self-destruct if permitted to 
continue in operation. On the other hand, should excessive fluid be added to build up an 
internal pressure within the transmission, there is a strong likelihood that seals for shafts 
and/or valves, bearings, or the like or other internal components, within the transmission, 
may be irreparably damaged with a resulting failure of the transmission under subsequent 
operating conditions. 

'080 patent at col. 2, II. 56-68 (emphasis added). Furthermore, the "Summary of the 
Invention" states that the invention solves those problems: 

Briefly, my invention is comprised of a fluid receiver for used fluid, a source of supply of fresh 
fluid, and a means for coordinating the introduction of fresh fluid with the draining of used 
fluid. With this in mind, it then only remains necessary to separate the fluid flow in a line that 
is external from the transmission so that the used fluid is drained into a suitable fluid 
container and the new fluid is introduced at the same rate that the used fluid exits. This can 
be accomplished in a number of ways, some of which will be described in more detail below. 

Id. at col. 3, II. 8-17 (emphasis added). Other passages in the patent echo the same idea. 
E.g., id. at col. 5, II. 51-53; col. 8, II. 1-8. Because the specification is clear as to the meaning 
of the phrase "equalizing the fluid flow," and no other intrinsic evidence suggests a different 
meaning for the phrase, we affirm the district court's construction of that phrase to require 
equalization of flow rate. 

As the parties agree, the phrase "means for equalizing fluid flow" is a means-plus-function 
limitation governed by 35 U.S.C. § 112,P 6, and the recited function is "equalizing fluid flow." 
[HN7] To anticipate a claim reciting a means-plus-function limitation, the anticipatory 
reference must disclose the recited function identically. Of. Wenger Mfg., Inc. v. Coating 
Mach. Sys., Inc., 239 R3d 1225, 1238, 57 USPQ2d 1679, 1689 (Fed. Cir, 2001) ("Literal 
infringement of a means-plus-function claim requires that the accused device have structure 



for performing the identical function recited in the claim."). In this case, neither the Becnel nor 
the Japanese patent contains such a disclosure. 

flow rate ""wljo^ft^^^^^ 'oi*"® '^^^ P^*^"* equalizing overall fluid volume, not 

flow rate 080 patent at col. 1, I. 38 - col. 2. I. 68. Bridgewood presented testimonv from 
Becnel the inventor, that his Invention could be operated in such a manner S t^^^^^^ 
rSw tf^^t "tanner is not dSsed^n the Becnel 

Kin^^VT '® '* 1"!!?'®"* °P^^^*'°" °^ Becnel's invention. Su mmi^K XSn 
a^S^tow^^Ssh I'^SVo^^^^^^^^^ was able to read the fluid gauges, and thTn mSl^^ 
aajust tne Tiow of fresh fluid so as to equalize the fluid flows, but neither his declaration nor 
Pk l woT'^^af^^^^^^ expert's] opinion, offer any explanation as to hJl^ aTersof c^TSna^^ 
sk 11 wou d read the Becnel Patent specification, and recognize that thte method of flow 
equahzation .s necessarily present In the embodiment disclosid In Fig sTwlTonciud^^^^^^ 
did the distnct court, that Bridgewood did not raise any genuine issue of materiaM^^^^^ 
regarding anticipation of claim 1 by the Becnel patent. AccorXdy. wfaSL S^?^^^^^^ 

ScneTSJent'' " '° '"'""'"^ °' '0^"^^" as ^ ml 

The Japanese patent likewise discloses equalization of fluid amount but not necessarily 
fluid flow rates Broadly speaking, the Japanese patent describes [* 1 373]a^ATF S^^^ 
transmission fluid] exchanger device," Jap. Pat 2-72299. atetrart (Sish tr^^^^^^ 
Which like he invention described in the '080 patent. combrisTrsupp^fof freTfS^^^ 

svstem H H."'^^ connection to a^ransmlsslSSniu d circSbn 

system. Id However, the Japanese apparatus also includes scales for measurina he 

7X1 ^'^"1""'^ '"PP"^^ "^^^ fl"'^ ^^'"oved. as well aH "detec^on Ss so 
tha the difference between the amount of fluid drained and the amount S fS d suDolled is 
SS^^nnTJ ^" .^ange: and which automatically b4nces the am^^^^^^ 

drained and fluid supplied within an indicated range." Thus, the Japanese oatent Lr^iirit v 

''^'S^* necessirily fluid C rie Arthough^^ poSe 
that the detection means could under some circumstances (e.g.. If the response time fo^^^^ 

oMhaTnX^ht t^^^^ ^^"^"^^ '^^^ as wirS^s also possibll 

onlv when Sip rS^frSo!' 5^?"^^ anticipation by inherent disclosure is appropriati 
SLSf ro„% rln?r "I'f P;::°' ^"^ '""^^ necessarily include the unstated 
^oo/»^ ^°!'^^"^° - ^ F.2d 1264. 1268-69. 20 USPQ2d 1746, 1749 

2L^X^^-080^^ST^^ added) the Japanese patent cannot inherently anticipate the 
on»?^t?- - ^ P^l®"*- ^® conclude, as did the district court, that Bridgewood did not raise 
any genuine issue of material fact regarding anticipation of claim 1 by the Japan^Sroatert 
and we therefore affirm the court's conclusion that Transclean is entitled to sum^^^^^^ 
judgment of non-anticipation as to the Japanese patent. Thus we affimi the To^rt? 
conclusion that the claims of the mo patent are not invalid under Is as.C Tro5 as So 
anticipated by the Becnel or Japanese prior art patents. ^ 

B. Patent Infringement 

Bridgewood argues that the court abused its discretion when, as a discovery sanction It 
precluded Bridgewood from asserting that it did not infringe claims 1-4 and 12 and when 
Reaardinn'^t^fTf' "^f ^".j^^ ^"'"'^ary judgment of noninfringement Vda^J ^S 
Regarding the first point. Bndgewood argues that the court Impermissibly Invoked an 
extreme discovery sanction without notice to Bridgewood, tharTTansdLrwas no^ 
SSh^? by Bridgewood-s lack of response to Transcllan's interrogato^, and that t^l cour^ 
avoided Its duty to construe the claim and relieved Transclean of its burden to crave 

lhi"SXn- ''^sP°"<*s *at it was prejudiced by the lack of discovl^ and that 

the sanction was consistent with precedent. y «iiu uidi 

i..)Ilimonr«i"^®/"^* ^"""^ discretion when it granted summary 

judgment of infnngement as a discovery sanction. [HN9] Because the Imposition of a 



discovery sanction is not a matter substantially related to patent law, we apply the law of the 
regional circuit, in this case the Eighth Circuit. See Midwest Indus., 175 F.3d at 1359, 50 
USPQ2dat 1675. Although the entry of judgment is an extreme sanction in the Eighth Circuit 
(and elsewhere), Givens, 751 F.2d at 264, we are not convinced that the district court 
abused its discretion. Transclean legitimately sought to discover Bridgewood*s grounds for its 
defense of noninfringement and was entitled to a reply to its interrogatory. When Bridgewood 
chose not to respond before the closing of discovery other than to voice its belief that the 
'080 patent was invalid and unenforceable, Summary Judgment Opinion 77 F. Supp. at 
1059-60, 1060-61, the court was within its discretion to impose a sanction. The court found 
clear prejudice to Transclean, as it was precluded from conducting discovery on the 
infringement [*1374] issues. Id, 77 F, Supp. at 1063. To hold that the district court abused its 
discretion would be to disarm the court of its important power to police its proceedings to 
ensure transparency and predictability and to discourage mischievous conduct by litigants. It 
will be a rare case in which we take such an action. Moreover, even if a lesser sanction such 
as exclusion of evidence may have been more closely tailored to the misconduct, see 
Givens, 751 F2d at 263 (characterizing evidence exclusion as the "normal sanction" for 
failure to comply with a discovery deadline), the practical result would have been the same. 
Transclean's motion for summary judgment of infringement presented evidence sufficient to 
show infringement, and, in light of Bridgewood's non-response, that evidence was 
uncontradicted. Accordingly, we affirm the district court's grant of summary judgment of 
infringement of claims 1-4 and 12 of the '080 patent. 

As for the second alleged abuse of discretion, denial of Bridgewood's motion for summary 
judgment of noninfringement of claim 13, Bridgewood argues that the court misconstrued the 
phrase "exhibiting resilient characteristics" to mean "returning to an original shape after being 
deformed" or "returning to its original position after being compressed." Summary Judgment 
Opinion 77 F. Supp. at 1087. Bridgewood contends that initial deformation of shape is 
inherent in the meaning of the expression and cites technical dictionary definitions in support 
of that contention. Under the correct construction of that expression, according to 
Bridgewood, the free-floating piston in its device does not "exhibit[] resilient characteristics." 
Moreover, Bridgewood contends that prosecution history estoppel and the all-limitations rule 
bar Transclean from asserting infringement under the doctrine of equivalents for that claim 
limitation because claim 13, in which it appears, was added during prosecution, whereas the 
originally submitted claims did not contain that limitation, and because vitiation of the 
"exhibiting resilient characteristics" limitation would result. Transclean responds that claim 13 
requires only that "said means exhibitD resilient characteristics," not that the means itself be 
"resilient." Transclean also cites common dictionary definitions and expert testimony in 
support of its view that the term "resilient" does not require initial deformation. Moreover, 
Transclean contends that claim 13 itself was never narrowed during prosecution and that 
Bridgewood's prosecution history estoppel argument was not raised in the district court and 
has therefore been waived. 

Because we affirm the judgment of infringement of claims 1-4 and 12, we need not review 
the court's ultimate conclusion regarding infringement of claim 13. [HN10] Bridgewood has 
already been held to be an infringer, and infringement of another claim does not increase its 
liability. See Pall Corp. v. Micron Separations, Inc., 66 F3d 1211, 1220, 36 USPQ2d 1225, 
1231 (Fed. Cir. 1995). However, to put to rest any doubts regarding the proper construction 
of claim 13, because the patent has not been shown to be invalid and the issue has been 
fully ventilated by the parties, we will address that issue. We agree with Bridgewood that the 
court misconstrued the term "resilient." [HN11] Dictionaries, both general and technical, 
define the adjective "resilient" or its noun form "resilience" as encompassing that which 
returns to its original shape following a deformation in shape. See, e.g., McGraw-Hill 
Dictionary of Scientific and Technical Terms 1693 (5th ed. 1994) (defining the term 
"resilience" as the 'ability of a strained body, by virtue of high yield strength and low elastic 
modulus, to recover its size and form following deformation"); American Heritage Dictionary 
1535 (3rd ed. 1992) (defining the term "resilient" as "returning to an original shape or 
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each case," 95 F.3d at 11 18, 40 USPQ2d at 1007, we held that the patent owner in that case 
could not recover damages based on the infringer's sale of its business. 95 F.3d at 1121. 
More specifically, the patent owner sought lost profits calculated as the difference between 
the sales price of the infringer's business and its expert's valuation of the business without 
the infringing devices. Id. at 1 120. The patent owner asserted that the purchaser would have 
purchased its business instead of the infringer's, had it not been for the infringement, id., and 
the excess sales price thus constituted part of the patent owner's lost profits. The district 
court did not accept that assertion, and we affirmed that decision. Id. at 1121. Furthermore, 
we explained that any award based on the infringer's sale of its business would be 
duplicative of the reasonable royalty the infringer had already received based on the 
infringer's sales of infringing goods. Id. ("The district court's reasonable royalty award already 
compensates [the patent owner] for any goodwill [the infringer] garnered by infringement."). 
Transclean's citation of Minco as controlling this case is thus unsound; it is an example of the 
unhelpful advocacy that is at times made to this court, in which counsel cites general 
language from a prior case, rather than its holding. In fact, the holding of Minco supports 
Bridgewood's position, not Transclean's. 

We must analyze Transclean's claim for a percentage of Bridgewood's business sale 
proceeds as it was asserted, as a claim for a reasonable royalty, not for lost profits. [HN12] 
Reasonable royalty damages for patent infringement arise from the fact of infringement, and 
the portion of the sales price consisting of intangible goodwill is not the sale of infringing 
goods. It is partial compensation for the sale of a business. Whether or not proceeds from 
the sale of a business including tangible assets such as infringing inventory would be 
compensable as a remedy for patent infringement we are not in a position to say; that case is 
not before us. What is clear is that the portion of a sales price consisting of goodwill, i.e., 
compensation in excess of tangible assets, is not sales of infringing goods that can form the 
base for determination of a reasonable royalty. No such precedent exists, nor are we 
prepared to distort the statute to set one. 

In addition, as a matter of proof, Transclean has not established the amount, if any, of a 
reasonable royalty on Bridgewood's sale of its business it is entitled to recover. [HN13] 
Transclean had the burden of proving the amount of reasonable royalty damages it is entitled 
to recover. Id. The most relevant inquiry in that respect would seem to be the amount of the 
business's value that is attributable to the patent infringement. Transclean offered expert 
testimony that the entire goodwill above and beyond the value of Bridgewood's tangible 
assets was attributable to patent infringement because Bridgewood was a single product 
company and that product infringed Transclean's patent. Damages Opinion at 29-30. 
However, the district court disagreed, concluding that the opinion testimony was conclusory 
and belied by Bridgewood's arguments [*1377]that Bridgewood's goodwill was attributable to 
other factors (e.g., customer lists, brand identity, product quality, and pricing). Id. at 30-31. 
We perceive no error in the district court's analysis or conclusion. Moreover, to the extent 
that Transclean argues that the goodwill was ultimately attributable to Bridgewood's sales of 
infringing machines, any award of reasonable royalty damages based on goodwill transferred 
when the business was sold would be a double recovery, as Transclean has already been 
awarded damages that fully compensate it for Bridgewood's past sales. See Minco, 95 F.3d 
at 1121, 40 USPQ2dat 1010 [HN14] ("The district court's reasonable royalty award already 
compensates [the patent owner] for any goodwill [the infringer] garnered by infringement."). 
To the extent that the extra recovery Transclean seeks would be duplicative, we see no 
merit to Transclean's argument that Bridgewood is retaining a windfall that would create an 
incentive for infringers to sell infringing businesses with impunity. 

For the reasons stated above, we conclude that the court did not err when it ruled that, as a 
matter of law, Transclean was not entitled to a reasonable royalty on proceeds from 
Bridgewood's sale of its business. 

C. Enhanced Damages 
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F.2d at 543 n.3, 16 USPQ2d at 1625 n.3 ("The fact that the court's opinion focuses upon 
treble damages does not necessarily mean that the judge failed to consider lesser multiples 
of damages."). 

E. Attorney Fees 

After the trial, Transclean filed a motion for attorney fees, and the court granted that motion 
in part, awarding Transclean its attorney fees arising from arguing two Issues. First, pursuant 
to 35 U.S.C. § 285, the court awarded Transclean attorney fees for defense of a charge of 
inequitable conduct asserted by Bridgewood. Damages Opinion at 27. The court's opinion 
does not address attorney fees under 35 U.S.C, § 285 except in relation to the inequitable 
conduct issue. Second, pursuant to Minnesota's private attorney general statute, Minn. Stat. 
§ 8.31, the court awarded Transclean attorney fees for its successful claim that Bridgewood 
engaged in false advertising by promoting its transmission fluid changing machine as 
replacing "100%" or "every drop" of transmission fluid. Id. However, the court later revoked 
that award for two reasons: Transclean had unclean hands by promoting its own service as a 
"total" fluid exchange, and Transclean did not object to Century's use of the same 
advertisements after Century had purchased Bridgewood and taken a license to the '080 
patent from Transclean. 

Transclean now argues that the court abused its discretion by not awarding Transclean 
attorney fees under 35 U.S.C. § 285 for its entire patent infringement claim when the jury 
determined that Bridgewood's infringement was willful and [*1379] by not stating its reasons 
for declining to award attorney fees apart from those related to inequitable conduct. 
Transclean further argues that the court abused its discretion by not ultimately awarding 
attorney fees under Minn. Stat § 8.31 for its false advertising claim. Bridgewood responds 
that a finding of willful infringement does not mandate a determination that a case is 
exceptional, as that term is used in 35 U.S.C. § 285, and that not every exceptional case is 
deserving of an award of attorney fees. Bridgewood further responds that the court set forth 
legitimate reasons for not awarding attorney fees for the false advertising claim and thus 
acted within its discretion. 

With regard to attorney fees for patent infringement, we agree with Bridgewood. 
Transclean is correct in stating [HN18] the general rule that the district court must normally 
explain why it decides that a case is not exceptional under 35 U.S.C. § 285 when a factual 
finding of willful infringement has been established and, if exceptional, why it decides not to 
award attorney fees, S.C Johnson & Son, Inc. v. Carter-Wallace, Inc., 781 F.2d 198, 201, 
228 USPQ 367, 369 (Fed. Cir. 1986). However, we have recognized an exception to that 
general rule in cases where the record adequately sets forth grounds for affirming the district 
court's actions. Carroll Touch, Inc. v. Electro Mech. Sys. Inc., 15 F3d 1573, 1584, 27 
USPQ2d 1836, 1845 (Fed. Cir. 1993) (citing ConsoL Al. Corp. v. Foseco Int'l, Ltd., 910 F.2d 
804, 814, 15 USPQ2d 1481, 1488-89 (Fed. Cir. 1990)). In this case, the court's careful 
analysis of the Read factors regarding enhancement of damages suffices as grounds for 
affirming the court's implicit conclusion that the infringement case was not exceptional within 
the meaning of 35 U.S.C. § 285. 

With regard to attorney fees for false advertising, we agree with Bridgewood. Transclean's 
claim for attorney fees arising from the false advertising cause of action was based on Minn. 
Stat § 8.31. [HN19] The purpose of that statute is to encourage private parties to police 
unlawful trade practices affecting the public interest. Ly v. Nystrom, 615 N.W.2d 302, 313-14 
(Minn. 2000). The court determined that, while Transclean's cause of action against 
Bridgewood for false advertising was on Its face one that qualified for attorney fees under the 
statute, Attorney Fees Opinion at 11, Transclean's own use of advertising that was arguably 
equivalent in falsity and Transclean's tolerance of Century's use of the same advertising 
when it licensed Transclean's patent erased any public benefit accruing from the successful 
action against Bridgewood, id. at 12-14. The district court's reasoning is sound, and we 
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DISSENTBY: CLEVENGER (In Part) 



DISSENT: 

CLEVENGER, Circuit Judge, dissenting in part. 

I agree witli the majority's resolution of the validity, damages, and attorney fees issues as 
well as its determination that the district court did not abuse its discretion in precluding 
Bridgewood from asserting noninfringement of claims 1-4 and 12 as a sanction for various 
discovery abuses. Furthermore, I agree with the majority that the district court properly 
granted summary judgment to Bridgewood on Transclean's trademark infringement claim. 
However, in my view the majority's construction of the term "resilient" in claim 13 is unduly 
narrow and departs from the term's ordinary meaning. Therefore, [*1381] I respectfully 
dissent from that portion of the majority's opinion vacating the district court's claim 
construction and the jury's finding of infringement as to that claim. 

This case asks us to decide the meaning of the word "resilient." That word is not defined in 
the specification. Indeed, "resilient" appears in the patent exactly once--in claim 13: 

The apparatus of claim 1 in which the means for equalizing the flow is comprised of means 
disposed intermediate the fluid receiver and source, said means exhibiting resilient 
characteristics for exerting a force, related to the pressure existing in the fluid circulation 
circuit of said transmission and said receiver, upon the fluid in said source. 

U.S. Patent No. 5,318,080, col. 8, lines 55-61 (emphasis added). Because the patentee has 
not chosen to be his own lexicographer in this instance, "resilient" should carry its ordinary 
meaning in the art. Transclean asserts that "resilient" encompasses the ability to return to an 
original shape or position after being compressed, while Bridgewood argues that a resilient 
means must be capable of returning to an original shape and position after being 
compressed-in other words, that it must be inherently elastic. 

To help us divine the meaning of "resilient," Transclean has provided dictionary definitions 
of "resilient" as well as expert testimony regarding what one of skill in the art would 
understand the term to mean. In contrast, Bridgewood proffers definitions of "resilience" from 
technical dictionaries. The district court properly rejected Bridgwood's definitions of 
"resilience" and adopted instead the ordinary meaning of the actual claim term, resilient. The 
majority, based on the supposed superiority of technical dictionaries over ordinary 
dictionaries, prefers Bridgewood's definition. 

The district court gave the word "resilient" its ordinary dictionary meaning, possessing "the 
capability of 'returning to an original shape or position, as after having been compressed.'" 
Transclean Corp. v. Bridgewood Services, Inc., 77 F. Supp. 2d 1045, 1087 (D. Minn. 1999) 
(quoting American Heritage Dictionary 1535 (3d ed. 1992) (emphasis added)). In other 
words, the broad term "resilient characteristics" can include a variety of different properties 
such as the ability to return to an original position after being exposed to a force, or the ability 
to return to an original shape after having been deformed. This meaning is in accord with the 
definition found in other common dictionaries. See, e.g., Websters Third New International 
Dictionary (unabridged) 1932 (defining resilient as "returning freely to a previous position, 
shape or condition: as a: moving swiftly back . . . b: capable of withstanding shock without 
permanent deformation or rupture . . . c: SPRINGY. . . ." (first emphasis added); Oxford 
English Dictionary 714 (2d Ed. 1989) (defining resilient as "1. Returning to the original 
position; springing back, recoiling, etc." and "2. Resuming the original shape or position after 
being bent, compressed, or stretched"); Random House Webster's Unabridged Dictionary 
1638 (2d ed. 1993) (defining resilient as "1. springing back; rebounding" and "2. returning to 
the original form or position after being bent, compressed, or stretched") (emphasis added). 
This meaning is in accord with the expert testimony proffered by Transclean, which explained 
that the patent uses the term resilient to mean "returning to the, some earlier position ... or 
shape." 
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n?KK °* ^ °' elastic material such as in a comS^essed lori^^^ 

S^i^n''*^"'??^' r^'f^ ^^^^ '"^®^e"* ^a'^P'^g properties." See also Sberfl^Sa^^ 
mS?«1 ^"l^^^^T'.°9y (1999) (defining resilience as the "stored e^^ergy 5 a 3^ 

t^uetra^rreS^^^^ 

SK/mJL"^^^^^^^^^ dictionaries are generally superior to common d'SrieTw^^ 
tSfl io ^^oo^^'^ Semces, /nc. v. Covad Communications Group. Inc 262 F3d 

1258. 1267. 59 USPQ2d 1865. 1870 (Fed Cir. 2001), states the view that' technical 
JSiS? "5' 17 ^'^1?''^"^ *° dictionaries, neither that case no? the Le Jpon S 

C,r. 1998) involved a conflict between a common dictionary defin tion and thS found in a 

Sl%*hlfSf7n:'th2^ '^'V*^'^ "^^^ defiSns arHlmrinapl 

because they define the wrong word-resilience instead of resilient. Indeed the "common 

SrenTlnd'^'slfencJ '""^nJ^^^'^V.^''' ^^'^ '"^^ courtlhat de«neTom 

onn^^^in? res lience and notably, they define resilience in the same way as the 

o«st;'^rdSrsrasS<r"'"«' ^^^^ 

compressive stresses-called also elastic resilience "en ine sirain is caused by 

2: the recoverable potential energy of an elastic solid body or structure due to its havina been 
subjected to stress not exceeding the elastic limit. »»iru«ure aue to us naving been 

(Second enriphasis added.) While it may often be preferable to look to a technical dictionarv 

paSar'art 7tS ?St*'''?'^' °^ ^ «^ understood by Sonet oH 

DroJfde a riPf'in finn Preference must fade when the technical dictionary does not 

that ?hP tri« P.'®'"!f ♦'^e ^'a"" language. Therefore. I would hold 

prokredSfTrS^^^^^^^ ^•^'^"^^ of '"resilient" as 

nhT^L"^? k'JC-^^^'^^^P °* meaning for "resilient" by holding that the 

phrase exhibiting resilient characteristics for exerting a force" does not describe oart of hP 

dea to metaMhp '"^^ ' disagref v^th thaf hS^^^^^^^^^ 

corred onl^/ioint thp ''''5"^ ?»^a^a*^eristics" phrase does define function If I am 

«trM^?lf H ^ point then of course it is impenDlssible to define the function by reference to 
structure disclosed in the written description. Function must be defined by reference to 
stmS See'^'S^'^^^^^^ interpretation, before proceeding to determL co^esp^^^^ 

1308. 1313 (Fed Cir. 2000). The majority does not disagree with me on this ooint- if the 
phrase in question defines function, then n383] resort to the specif icTtfon ?o find s? u^u^^^^^^ 
define the function is simply wrong, and ordinary tools of claim iSterpretetion appJy 



Instead, the majority holds that the phrase in question is actually part of the means for 
equalizing the flow, and that resort to the specification is required to find the structure 
corresponding to the means limitation. Thus, from the specification the majority fetches the 
flexible rubber-like diaphragm, and thereupon concludes that "exhibiting resilient 
characteristics" must require initial shape deformation because that is the characteristic of 
the diaphragm. 

The majority's rationale is self-destructive. If the diaphragm Is indeed the structure that 
corresponds to the "means for equalizing the flow" limitation-as both parties and all the 
judges on the case agree-then the majority must come to grips with the stark fact that the 
jury found that the piston structure in Bridgewood's device is structurally equivalent, for § 57 
Or. 541, 112 P 6 infringement purposes, to the diaphragm disclosed in Figure 3. Indeed, the 
case was submitted to the jury precisely to resolve disputed issues of fact on the structural 
equivalence of the accused piston and the diaphragm structure. No question has been raised 
that substantial evidence does not support the jury's verdict. Consequently, if, as the majority 
holds, "exhibiting resilient characteristics for exerting a force" must be understood as merely 
"further defining the structure of [the] means, " ante at 16, there is no possible basis for 
disturbing the jury's verdict of infringement. 

In short, the majority is wrong on any interpretation of the disputed phrase. If the phrase 
describes function, it must be interpreted by ordinary interpretative canons, as did the district 
court. If the phrase is to be interpreted as part of the means limitation, as the majority holds, 
then the jury verdict of infringement must stand. Either way, the jury verdict of infringement 
cannot properiy be upset, and I respectfully dissent from the majority on this point. 
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[HN2] An appellate court reviews the denial of a motion for a new trial for an abuse of 
discretion. 

Contracts Law: Remedies 

[HN3] Damages for breach of contract must be clearly ascertainable. However, where the 
fact of damage has been established, the precise amount of the damage need not be 
calculated with absolute certainty. As long as there is available a satisfactory method for 
obtaining a reasonably proximate estimation of the damages, the defendant whose wrongful 
act gave rise to the injury will not be heard to complain that the amount thereof cannot be 
determined with mathematical precision. 

Patent Law: Novelty & Anticipation 

[HN4] A claim is anticipated if each and every limitation is found either expressly or inherently 
in a single prior art reference. A reference is no less anticipatory if, after disclosing the 
invention, the reference then disparages it. Thus, the question whether a reference "teaches 
away" from the invention is inapplicable to an anticipation analysis. 

COUNSEL: Frederick A. Lorig, Bright & Lorig, of Los Angeles, California, and Rory J. 
Radding, Pennie & Edmonds, LLP, of New York, New York, argued for plaintiff-cross 
appellant. With them on the brief were Patrick F. Bright and Bruce R. Zisser, Bright & Lorig. 
Of counsel on the brief was Robert A. Appleby, Pennie & Edmonds LLP. 

Richard S. Florsheim, Foley & Lardner, of Milwaukee, Wisconsin, argued for defendant- 
appellant. With him on the brief was Brian J. McNamara and Lawrence M. Sung, Foley & 
Lardner, of Washington, DC. Of counsel on the brief was Mark A. Flagel, Latham & Watkins, 
of Los Angeles, California. 

JUDGES: Before MAYER, Chief Judge, MICHEL and LOURIE, Circuit Judges. 

OPINIONBY: LOURIE 

OPINION: 

[*1355] LOURIE, Circuit Judge. 

Rockwell International Corporation appeals from the decision of the United States District 
Court for the Central District of California denying Rockwell's motions for judgment as a 
matter of law and for a new trial following a jury verdict that Rockwell [*1356] willfully 
infringed Celeritas Technologies, Ltd.'s patent, misappropriated its trade secrets, and 
breached a non-disclosure agreement relating to the protected subject matter. See Celeritas 
Techs., Ltd V. Rockwell Inn Corp., 95-CV-6371 (May 30, 1997). Because substantial 
evidence supports the jury's verdict on the contract claim, we affirm the court's ruling with 
regard to both liability and damages on that claim. Because the claims of the patent have 
been shown to be anticipated as a matter of law, we reverse the denial of Rockwell's motion 
for JMOL regarding patent validity and direct entry of judgment for Rockwell on the patent 
claim. 

Celeritas cross-appeals from the judgment, arguing that the district court should have 
added exemplary damages for misappropriation to the contract damages award. Because 
the district court did not err in detennining that a stipulation precluded a recovery on more 
than one claim, we affimi the entry of judgment solely on the contract claim. 

BACKGROUND 

On July 28, 1993, Michael Dolan filed a patent application for an apparatus for increasing 
the rate of data transmission over analog cellular telephone networks. The resulting patent, 
U.S. Patent 5,386,590, assigned to Celeritas, issued on January 31, 1995 with two claims. 
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framSr^tho conventional analog cellular communications system suffers 

tNs ncSe bvln^^^^^^^ ^ ^'^^ *^®^"^"^y Analog cellular networks coS 

soLker's ^Lp?«nH^h^ components of the transmitted signal (typically a 

nSnlJL ®^ T"^ decreasing these components at the receiving end From the 
hsteners perspective, this pre-emphasis at the transmit end and de-lmphasis S Te 
receiving end has minimal effect on the sound of a speaker's voice TTie de emphl^ on thi 

^-^--^ ^^-fore increTseft^ 

l^aTrsr 1^^^^^^^^^^ — o. hoXr.TSSry 

^nTrtimlfi""®" invention overcomes the problem of distortion induced by the pre-emphasis 
n2t J nf- ^^"""^ conventional analog cellular communications sN^tems The 

patent claims an apparatus that counteracts the adverse effects of the Drlemohasis and 
nJ m ^'Tl'^y de-emphasizing the data signal before presenJSg rt to the ceSSork 
Claim 2, which is representative, reads as follows: y " » oenuiar neiworK. 

An apparatus for increasing the data output rate from a transmit modem in a duplex analoa 
radio communication system having a single-carrier data signal, comprising: ^ ^ 

a radio transmitter which receives said single-carrier data signal said radio transmittPr 
including a pre-emphasizer that increases the amplitudes ofTmponem^^^^^^ 
carrier data signal in the range of 1.000 Hz to 3.000 Hz. said rX transrJtter She 
including a limiter that limits the amplitudes of said single-carrier data signal; 

a transmit modem which provides said single-carrier data signal as an inout sional to <;airi 
radio transmitter, said transmit modem encoding digital data ontrseJd input sional as a 
plurality of modulation signal components, said transmit modem including a spec ?al shloe^ 
whKDh selectively reduces amplitudes of said modulation signarcomponents a hmlr 
requencies to cause said input signal from said modem to said radrtVSttefto have 
Se7o7sri^n^pSsi^^^^^^ ^"^"^"^'^^ reduceThT^S^of?^^^ 

The spectral shaper recited In the claim performs the de-emphasis function. 

In September 1993, Dolan and other officials of Celeritas met with representatives from 
Rockwel to demonstrate their proprietary de-emphasis technology FJoKurfhe tea^^^^^ 
manufacturer of modem "chip sets" which contain the core f unStons S ri35^ ^omm^^^^ 
Tn£^H- l""""*'"^ I?^ modulation function where de-emphaste ?s prrformS ^hHlrtS 
non-disclosure agreement (NDA). which covered the subject mattir of hi 

?ronSJ"f.P'°'''?^^'" P^"^'"^"* P^'^ Rockwell "shall not disclose or use any 
Propnetary Information (or any derivative thereof) except for the purpose of evaluatina the 
prospective business arrangements between Celeritas and Rockwell " e^a'^af "9 the 

w?! fr?Ih!"'®?. P'2''"^® • ^^^^ Pi-oprietary information "shall not include information which 
th^r^fnh thl f"?^ °" *® °' ^"^^^ '"to tlie public domain other than 

Sng pLigraph: °* '="*«""o^«. agreement containil the 

Spnf nftho^K^^^-^?®!®"*^^ acknowledge that the extent of damages in the 

as?ertat and fhpf any provision of this Agreement would be difficult or impossiSe to 
?urh hr^^^h i K ?® available no adequate remedy at law in the event of any 

such breach. Each party therefore agrees that in the event it breaches any provision of th"s 



Agreement, the other party will be entitled to injunctive or other equitable relief, in addition to 
any other relief to which it may be entitled. The parties hereby waive any requirement for the 
posting of a bond or other security in connection with the granting of injunctive relief. 

In March 1994, AT&T Paradyne began to sell a modem that incorporated de-emphasis 
technology. In that same month, Rockwell informed Celeritas that it would not license the use 
of Celeritas's proprietary technology, and concurrently began a development project to 
incorporate de-emphasis technology into its modem chip sets. Significantly, Rockwell did not 
independently develop its own de-emphasis technology, but instead assigned the same 
engineers who had learned of Celeritas's technology under the NDA to work on the de- 
emphasis development project. In January 1995, Rockwell began shipping its first prototype 
chip sets that contained de-emphasis technology. By the time of trial in 1997, Rockwell's 
sales were surpassing its projections. 

On September 22, 1995, Celeritas sued Rockwell, alleging breach of contract, 
misappropriation of trade secrets, and patent infringement. In order to simplify the trial and 
avoid a duplicative recovery, Celeritas stipulated that it would accept the highest award 
under the three independent theories. The jury returned a verdict for Celeritas on each of the 
three theories, awarding Celeritas $57,658,000 each on the patent infringement and breach 
of contract claims, and $26,850,000 each in compensatory and exemplary damages on the 
trade secret misappropriation claim. The contract and patent infringement damages were 
based on a hypothetical lump-sum paid-up license for the use of the proprietary technology 
in Rockwell's products. The misappropriation damages were based on a finding that 
Celeritas's proprietary technology gave Rockwell a twenty-one month "head start" in its 
product development. After Rockwell moved for JMOL on liability and for a new trial on 
damages, the court concluded that the patent infringement award erroneously included a 
royalty on post-judgment sales; the parties then agreed to a remittitur that reduced the award 
to $17,484,160, which was doubled to $34,968,320 in light of a finding of willful infringement. 
That award reflected multiplying a royalty rate by Rockwell's own 1994 projections of 
estimated sales through the last day of trial. 

The court then entered judgment awarding Celeritas $57,658,000 for breach of contract, 
$85,820.05 in costs, and $900,000 in attorney fees under 35 U.S.C. § 285 (1994) (court may 
award prevailing party attorney fees in an exceptional patent case). The court denied 
Rockwell's remaining motions. Rockwell now appeals and Celeritas cross-appeals to this 
court. We have jurisdiction under 28 U.S.C. § 1295{a){^) (1994). 

DISCUSSION 

[HN1] On appeal from a judgment denying a motion for JMOL, we reapply the standards 
used by the district court in ruling on the motion. See Cybor Corp. v. FAS Techs., Inc., 138 
F.3d 1448, 1454, 46 U.S.P.Q.2D (BNA) 1169, 1173 (Fed, Cir. 1998) (in banc); Garter-Bare 
Co. V. Munsingwear, Inc., 723 F.2d 707, 709, ri358]221 U.S.P.Q. (BNA) 751, 752 (9th Cir. 
1984). Following a jury trial, an appellant "must show that the jury's findings, presumed or 
express, are not supported by substantial evidence or, if they were, that the legal 
conclusion(s) implied from the jury's verdict cannot in law be supported by those findings." 
Perkin-Elmer Corp. v. Computervision Corp., 732 F.2d 888, 893, 221 U.S.P.Q. (BNA) 669, 
673 (Fed. Cir. 1984) (citation omitted). [HN2] We review the denial of a motion for a new trial 
for an abuse of discretion. See DMI, Inc. v. Deere & Co., 802 F.2d 421, 427, 231 U.S.P.Q. 
(BNA) 276, 280 (Fed. Cir. 1986); Landes Constr. Co. v. Royal Bank of Canada, 833 F.2d 
1365, 1371 (9th Cir. 1987). 

A. Breach of the NDA 

Rockwell first argues that the district court erred by denying its motion for JMOL on the 
breach of contract claim. Citing the prior art submitted to the United States Patent and 
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Trademark Office (PTO) by Celeritas. Rockwell argues that the evidence at tri^i rio»riw 
demonstrates that the de-emphasis technology discloSd to RockteH wal aLadl in 

X^' Ik® *^^^"°'°9y had entered the public domain before Rockwell used U conceS 
o^JpH th2T h^'?^ 1994. Specifically. Rockwell asserts that AT&T Paradyme had^^^^^^ 
p^ced the technology in the public domain through the sale of a modern incorDoratfno de 

1^.!? N * ^k''®*^^"®® competent engineer could have reverse engineered the modem 
TmnS^cl fi"®'.^'^"®" confidentiality obligation under the^NSA reg^^^^^^^^ 

emphasis technology was extinguished once the '590 patent Issued In Janua^ 5111 ^ 

Celeritas responds that substantial evidence supports ttie jury's verdict that Rorkwpii ..««h 
rts propnetan. information. Celeritas argues that in Sder for a tfadrsSfet to ent^^^^^^^^ 
domain ,n California, it must actually have been ascertained brproSr mea^^ 
rnerely have been ascertainable. Celeritas maintains that, in any eveKe only evidence a 
rial supports the jurys implicit finding that the infomnation was not rSilv Is^elinS^mm 
inspection of the modem. Celeritas also argues that the iiuance of ite S ?n i ^ 

irSon s ^'^^^ ^^®^^^®^ t by!!siK;;oS;^ 

We agree with Celeritas that substantial evidence supports the jury's conclusion that 
bv 5Srf L^f^^^®^ ''^A- ^""^ j^'y "^P"citly found that?he informa "orgiven to ^^^^ 

ySfo®['?.® "^^^ propnetary. See Perkin-Elmer Corp., 732F.2dat893 221U S PO mN7) 
at 672-73 (stating that "the law presumes the existence of findJias necessarv tf f mno^^^^ 
Ro<ii;.'' ^T':'®'^"^- ^"^®^"««^ *^««mony estaS^sS ?harSS^^^^^ 
in th. n!rf XK®"*^*'°" "^f*^"^ techniques that went beyond the inStiorJisclosed 
nJlTr ^.f I^f ' ^^'^^ ^ disclosed in the patent were in the Sari a fa^ 

r^r^H®^®"^ ^\ "°^'^®"' ^'^^^ undermine ?he jury's Sr^clusion hL S^lIrS^ 

revealed propnetary information to Rockwell which it then used in deveJoSs m^^^^^ 

Sor- a»l^d t'^Thf^rS SaSr "^^^^ 

by^hVsSie^S'theSem '""'"^'^^^ ^®®" P'^^^^ '"^^ Public domain 

traHo ooorl ? modem. California law appears somewhat unsettled regarding whether a 

ifc?Kf ®J ®r'^ P"^"^ " -readily ascertainable" or Xther rt musl 

a^so be "actually ascertained" by the public. Compare ABBA Rubber Co V seaoL/^^ pqi 

ernphasis function in the modem was not "readily ascertainable." In fact? Doling testimont 
R° r^",? ®rl?? ^'*®'^ "°^'^^®"' [*''359] belies its contentions. In the ve^ SasSar^^^^^^ 
pmnhl^f ' ^ ^P^*^^"'" ^"alyzer would be needed to d^^scover the de 

??f' on?''';"^'"^^' ®"9'"^®^ ^'ked to did not have spect uranaiyLrs 

tnnlll°^^ an engineer had a spectrum analyzer and knew what to loTfor coKe 
usf of i <!fmr' K °^®!r de-emphasis technology. His express cavLuha^^ hi 

use of de-emphasis could have been discovered If It was being affirmatively pursued is not 
an admission that the technology would be "readily ascertainable " sSuse substa^^^^^ 
the ouSit'S?' k'? '""^ information disclosed to Rock^e^ had nofeS 

RocK^^^i r^Znfnr ?MnP ""^"J^O"^ ^ "^e by Rockwell, the court did not err in deS 
MocKweii s motion for JMOL regarding Its breach of the NDA. 

B. Damages for breach of the NDA 
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Rockwell argues that the jury's damage award is not sustainable under California contract 
law and therefore that the district court abused its discretion by not ordering a new trial on 
contract damages. According to Rockwell a new trial is justified because (1) the contract 
expressly excludes damages based on a royalty bearing agreement, (2) the damage award 
is not directly related to any harm caused by the breach, and (3) Rockwell's liability for 
breach ended once the information entered the public domain. 

Rockwell's first argument is without merit. The contract expressly provides that because 
damages may be difficult to calculate, injunctive relief is available. It does not preclude an 
award of damages. The clause providing for injunctive relief in fact clearly and 
unambiguously provides for an injunction "in addition to any other relief to which it may be 
entitled." The standard remedy for breach of contract is, of course, damages. Rockwell also 
relies on the contract definition of "proprietary information" which specifically excludes 
information that comes into the public domain. This contract provision clearly allows Rockwell 
to use information that is proprietary at the time of contracting only after it enters the public 
domain. It cannot be reasonably construed as relieving Rockwell of liability for use made of 
proprietary information before it enters the public domain. 

Rockwell's second argument is also without merit. Celeritas was undoubtedly harmed. It is 
in the business of licensing its technology. Celeritas entered into the NDA with Rockwell with 
the reasonable expectation that Rockwell would compensate it for any use made of the 
disclosed information. This expectation was the motivating factor for Celeritas to share its 
knowledge with Rockwell. After Celeritas disclosed its proprietary technology to Rockwell, 
Rockwell was faced with two legitimate choices: it could have used the technology and 
entered into a licensing agreement with Celeritas or it could have refrained from usingjhe 
technology. It chose instead to use the technology without compensating Celeritas. To 
compensate Celeritas for the breach, the jury properly determined the license fee Rockwell 
would have paid had it not breached the agreement. . 

As to quantum, the amount of the damage award is far from speculative. The evidence 
established that lump-sum paid-up licenses based on projected royalties were common in 
the industry. Celeritas's damages expert testified as to a reasonable royalty rate based on 
the past licensing practices of Celeritas, Rockwell, and others in the modem business. The 
expert then determined the lump-sum amount Rockwell would have paid by multiplying the 
royalty rate by Rockwell's 1994 sales projections for the accused devices and then 
discounting the total to net present value. By adopting this lump-sum amount as the proper 
measure of damages, the jury implicitly accepted the expert's methodology. 

Rockwell's third argument confuses the remedy for breach of contract with California's 
statutory remedies for misappropriation of trade secrets. It may be true that in the absence of 
a contract, liability for Rockwell's misappropriation of Celeritas's trade secrets may be 
statutorily limited to the "head start" period. See Cal. Civ. Code § 3426.3 (West 1997) ("A 
complainant may recover damages for the actual loss caused by misappropriation. ... If 
neither damages [*1360] nor unjust enrichment caused by misappropriation are provable, the 
court may order payment of a reasonable royalty for no longer than the period of time the use 
could have been prohibited."). However, liability for breach of contract is not so limited. 

Celeritas's damages may include that which Rockwell might have paid for use of the 
technology at the time of the breach in 1994 if it had chosen not to breach the contract. At 
that time, it did not know what its actual sales figures would be or that the '590 patent would 
issue less than one year later, or whether it would issue at all. Given Rockwell's desire to 
incorporate the technology into its products and the uncertainty as to future events, the 
methodology used by the expert and implicitly adopted by the jury was not improper. There 
was substantial evidence to support the jury's determination that Rockwell would have 
accepted a lump-sum paid-up license based on its forecasts had it not breached the contract 
and to support the jury's conclusion as to quantum. Of course, the jury did not know what 
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Iino?l«?KJ''^"^!'^T* ^^''^ March 1994. but such uncertainty 

does not bar contract recovery. ^ 

[HN3] 

?^.I!lfnol^°'^'®®'^'' of contract must be clearly ascertainable. However, where the fact of 
lth?h JM^^I" established, the precise amount of the damage need not be calculated 
^LnoM ''^'^^'i:'*^- ^.^ as there is available a satisfactory method for obtaining a 
£ to fhi^- P'^'^"^.? ® estimation of the damages, the defendant whose wrongful act give 

?^ffi7oiTL '"fr- ^^'^'r^^' '^^''^^^ ^"C'"^ ' 23/ Ca/. App. 3d 552. 562, 282 Cal. Rptr. 
rIS^^^SIT^"^!^^ ''"5'°"^ Accordingly, the district court's denial of 

Rockwell s motion for a new tnal on damages for Rockwell's breach of contract Is affirmed. 

C. Patent Validity 

The district court awarded Celeritas attorney fees under 35 U.S.C. § 285 as the prevailina 
Klcif* ^'^SfPt'ona' patent case. Rockwell argues that the infringement verdict; which ii 
motion nr iMnf T'^^' .^^""°t/tand and that the district court erred by not granting its 
n«ten?o • ?^ °" the issue of patent invalidity. Rockwell asserts that the claims of the 
patent are invalid as anticipated by either of two references. 

One prior art reference cited by Rockwell was an article published in 1991 bv the Telebit 
F^I^innn "n 'f "^V"^^^ ^^^'^ Characteristics of Analog Cellular Radio Channels and Thei 
ionpl ?S M^"^?'^^^"/ S^'^ ®''°"P XVII. Delayed Contribution D 136. 

?mS; T^^^%'a^°\- ®; ]^^- ^■'9"^® Telebit article discloses each 

tS ^^^P^*^? ^'a'"^s. Celeritas responds that Rockwell has a heavy burden in 
sustaining that position because the Telebit article was disclosed to the PTO durina 
prosecution of the '590 patent and the patent obviously was granted despite the existence o^ 
n^i oli'^f^S^® H^^l^tt-Paokard Co. V. Bausch & Lomb, Inc.. 909 F.2d 14^ 1467 15 

invtSiS^'' ^^^^^ '^^^.Z^!^^''^^- '^^'^ that "the burden of showing ! 

rltSE i '® ®sP®'^'a"y difficult when the prior art was before the PTO examiner") 
T^^H^^lTfl.^T^^ substantial evidence supports the jury's implicit finding that the 
;p£!Jars'h%Si^^^^^^^^^^ "^^^^ de-emphasil(i.e.. the 

In the PTO and to the jury, Celeritas emphasized that the article taught away from the 
pmrh«c r®"*l2"' ^ ^^^L"9 °f amplitude reduction, and expressly stating that de 

PTO that: " ^ single-carrier system. For example. Celeritas informed the 

SL^LnrSooH^LJ*]^ "^'f 1!.^'!^'? ^l^""^^^ ^^^^ Applicant's invention. First it should 
svstem T^Kr^^f ^^^^ ^"^'k^ describes a simulation of a modem and a cellular radio 
caSs tl tfJJm^HfS''?^ descnbes a modem that uses a large number of simultaneous 
earners to transmit data in contrast to single carrier modems for which Applicant's invention 
lirriersyttemT °* de-emphasis would not work for lingiS 

SErtJ^pS?'!^ *S "^^''^'"Q ^^^y" argument. Celeritas asserts that the 
Telebit article fails to disclose a modem that uses a single-carrier data signal and that the de- 

thTthp ?J^ih t '* 5)f °f ^ ;s tf^a modem as required by claim 2 Rockwell responds 

that the Telebit article cleariy discloses each limitation of the claims. 

.^nt^ST 7**^ R?ckwell that no reasonable jury could have determined that the Telebit 
art cle did not anticipate the claims of the patent. It is well settled that [HN4] a claim is 
anticipated if each and every limitation is found either expressly or inherently in a single prior 
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art reference. See Structural Rubber Prods. Co. v. Park Rubber Co., 749 F.2d 707, 715, 223 
U.S.P.Q. (BNA) 1264, 1270 (Fed. Cir. 1984). A reference is no less anticipatory if, after 
disclosing the invention, tlie reference then disparages it. Thus, the question whether a 
reference "teaches away" from the invention is inapplicable to an anticipation analysis. See 
Kalr7)ar) v. Kimberly-Clark Corp., 713 F.2d 760, 772, 218 U.S.P.Q. (BNA) 781, 789 (Fed. Cir. 
1983) ("The law of anticipation does not require that the reference 'teach' what the subject 
matter of the patent teaches .... It is only necessary that the claims under attack, as 
construed by the court, 'read on' something disclosed in the reference."), overruled in part on 
other grounds, SRI Int'l v. Matsushita Elec. Corp. of Am., 775 F.2d 1107, 1125, 227 U.S.P.Q. 
(BNA) 577, 588 (Fed. Cir. 1985) (in banc). 

As a factual matter, the Telebit article itself and the testimony offered at trial conclusively 
demonstrate that the article discloses the use of a single-carrier data signal, not only multi- 
carrier signals. As Celeritas's own witnesses testified, the Telebit article describes a test 
signal that sends twenty-one tones to simulate a modulated signal. The article states that the 
test signal, composed of twenty-one tones, has "a probability distribution of magnitude that 
closely matches that of a V.29 modem." Dolan. the inventor of the '590 patent, testified that 
the V.29 signal is a single-carrier data signal. Thus, contrary to Dolan's statement to the PTO 
that the Telebit article only discloses the use of a "large number of simultaneous carriers," 
the article actually does disclose a simulated single-carrier data signal. 

Regarding the use of de-emphasis in the transmit modem, the article states: 

4.1 De-emphasis in the Modem Transmitter 

As discussed in Section 2.2, pre-emphasis of a wideband signal before limiting severely 
constrains the signal power and thereby the performance in the presence of noise and 
interference. To counteract the pre-emphasis a one-pole low-pass filter was simulated at the 
modem output 

This de-emphasis would cause severe inter-symbol interference in a single-carrier data 
signal; it may be feasible only for multicarrier signals. 

It is clear that the first paragraph in this passage describes a simulated de-emphasis circuit 
at the output of a simulated modem, which the record shows must be the simulated V.29 
modem using a single-carrier data signal. This is confirmed by the second paragraph, which 
discloses the results of the simulated single-carrier data signal and indicates difficulties with 
it. The article does clearly disclose the use of a de-emphasis circuit in a modem using a 
single-carrier data signal. The fact that a modem with a single carrier data signal is shown to 
be less than optimal does not vitiate the fact that it is disclosed. The modem in the article is 
not disclosed to be inoperative. It may be that Dolan invented a solution to the problem cited 
in the article; however, the invention as claimed is not limited to the Dolan solution to that 
problem; the broad claims at Issue read on what is disclosed In the Telebit article. Because it 
is beyond dispute that the Telebit article discloses each of the claimed limitations, the claims 
are anticipated and hence invalid. Accordingly, the district court erred by not granting 
Rockwell's motion for JMOL that the patent is invalid. 

D. Misappropriation of Trade Secrets 

Because we affirm the determination of liability under the contract claim, we also need not 
consider Rockwell's arguments regarding the jury's verdict for misappropriation [*1362] of 
trade secrets. This portion of the verdict was not incorporated Into the district court's 
judgment because Celeritas stipulated that it would accept the liability theory with the highest 
damage award. However, we need to consider the issue of Celeritas's cross-appeal. 
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Celeritas argues that the court clearly erred by not combining the contract award with the 
exemplary damage award. Rockwell responds that the stipulation suggested and agreed to 
by Celentas bars such a recovery. We agree with Rockwell that Celeritas elected its remedy 
That remedy was for breach of contract, and the exemplary damages accompanied the 
misappropnation award, which was not elected. Celeritas stipulated to accept the single 
highest award from the three causes of action consisting of patent infringement, trade secret 
misappropnation, and breach of contract in order to avoid complex jury instructions dealing 
with avoiding duplicative damages. This stipulation is reflected in the following colloquy 
between counsel for Celeritas and the court: 

Counsel: Your Honor will only be required to enter judgment on the highest of those awards. 



These three different causes of action give us different remedies for that wrong [use of 
technology without paying for it]. And we. Celeritas, see them as alternatives and will not ask 
the court to add them together. 

The Court: In other words, you will accept the highest of the three? 
Counsel: Correct. 



The Court: Not require the court to try to determine whether there is any duplicative. 

Counsel: I don't think that is necessary. I think that would be greedy, your honor. I think my 
stipulation is made. We'll take the highest amount and will be done with it. 

It is thus clear from the record that Celeritas stipulated that judgment would be entered on a 
single claim. Celeritas cannot now avoid its stipulation in an attempt to increase its overall 
damage award. The purpose of the stipulation was to avoid an inquiry into the overtap in the 
damage awards arising from multiple related claims. The district court did not understand 
Celentas to be reserving the right to exemplary tort damages regardless of the claim 
selected, and neither do we. It ill lies in the mouth of a party who waives a form of damages 
in the district court in order not to be greedy to be seeking to override that waiver in the 
appeals court. Accordingly, we affirm the district court's judgment awarding damages solelv 
on the contract claim. » » 7 



CONCLUSION 



The jury's verdict awarding Celeritas damages for breach of contract was supported by 
substantial evidence and the theory under which damages were awarded was not legally 
unsound. Thus, the district court did not err in denying Rockwell's motion for JMOL on liability 
and for a new trial on damages. Pursuant to Celeritas's stipulation, the district court properiy 
awarded Celeritas damages only on its breach of contract claim. The district court erred 
however, by not granting a JMOL that the claims of the '590 patent are anticipated by the 
Telebit article. The patent is invalid. Accordingly, the district court's award of attomey fees 
under 35 U. S. C. § 285 is reversed. 



AFFIRMED-IN-PART and REVERSED-IN-PART 

COSTS 

No costs. 
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